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CARON CORPORATION V. V. VIVAUDOU, INC. 


Caron Corporation v. V. Vivaupou, Inc. 
[4 F. (2d) 995] 


United States Circuit Court of Appeals, Second Circuit 
January 5, 1925 


Trape-Marks aND ‘Trape-Names—Uwnrain CompPeTiTiIOoN—IMITATION OF 
Make-up or AwnornHer’s Goops RestraIneEp WHEN Diversion oF 
Customers LIKELY. 

While there is no monopoly in the use of a word, color, or orna- 
ment, yet the right of one to use such combination as he chooses will 
be restrained, where combination selected so simulates the make-up of 
another as to be likely to divert latter’s customers. 

Trape-Marks aND Trape-Names—Unrar ComMPETITION—SIMILARITY OF 
Cotor 1x Maxe-UP or Goons Orpinarity Nor Unram Competition. 
Color may be an effective means of fraud, but it must be a clear 

case in which mere similarity of color in the make-up or dress of goods 
will constitute unfair competition. 

Trape-Marxs anp Trape-Names—Unram Competition—Tatcum Powper 
AnD Scent Contarners Hetp Nor so Evmentiy 1x Imitation oF 
Priaintirr’s CoNTAINERS AS TO WARRANT Pretiminary INJUNCTION. 
Talcum powder and bottles of scent, bearing the trade-names 

“Narcisse Jaune” and “Narcisse de Chine” in ornamented containers, 
held not so evidently in imitation of plaintiff's black containers bear- 
ing trade-name “Narcisse Noir” as to warrant preliminary injunction 
restraining use of such containers. 

Trape-Marxs anD Trape-Names—Unram Competition—InsuncriveE Re- 
treF Must Fottow ALLeGaTions oF BIL. 

In a suit to restrain unfair competition, the relief must follow the 
bill, and not be broader than its allegations. 


Appeal from the District Court of the United States for the 
Southern District of New York. (For opinion, see 14 T. M. Rep. 
452.) 


Bill for injunction to restrain infringement of trade-names and 
unfair competition. From an injunction pendente lite, defendant 
appeals. Reversed, and motion for preliminary injunction denied. 


Mark Eisner, of New York City (Harry D. Nims, Minturn 
de S. Verdi, and Irwin M. Berliner, all of New York City, 
of counsel), for appellant. 

Evarts, Choate, Sherman & Leon, of New York City (Joseph 
H. Choate, Jr., and Maurice Leon, both of New York City, 
of counsel), for appellee. 
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Before Rogers and Manton, Circuit Judges, and Learnep 
Hann, District Judge. 


Learnep Hanp, D. J.: This is a suit upon a registered trade- 
mark, “Narcisse Noir,” for a scent, and upon unfair competition in 
the defendant’s make-up. The plaintiff applied for an injunction 
pendente lite, and voluminous affidavits were exchanged, concerned 
for the most part with the trade-mark, which, though it means 
“Black Narcisse,” was alleged to have acquired a secondary mean- 
ing. The District Judge declined to grant any injunction against 
the use of the defendant’s trade-names, “Narcisse Jaune” and 
“Narcisse de Chine,” but did enjoin the defendant’s make-up, the 
plaintiff did not appeal from the refusal, but the defendant ap- 
pealed from the injunction. Hence it becomes necessary to dis- 
cuss only that part of the order. 

The plaintiff sold its scent under the trade-mark “Narcisse 
Noir,” and to reinforce the association of the word “narcissus” with 
the color, black, inclosed the scent bottles in black boxes and gave 
them black stoppers. It sold a taleum powder, scented like the 
liquid, and this, too, it sold in black boxes. We may take it that it 
has done all it could by the use of black to supplement whatever 
the word “noir” might leave unsaid. 

The defendant makes a scent and a scented powder, which we 
shall assume to the ordinary nose to be indistinguishable from the 
plaintiff's and which it calls “Yellow Narcissus,” or “Chinese Nar- 
cissus.” It is the use of the word “narcissus” which is the sup- 
posed verbal infringement. Its bottles and sachets it incloses in 
pasteboard boxes, garishly illuminated with a floral design, after 
Chinese, or we should rather suppose Japanese, models. This de- 
sign represents three full-blown flowers and one bud of what is no 
doubt intended to be the narcissus flower. The main part of the 
flower is in vermillion on a green stalk, and the general background 
is in part of a deep, in part of a slate, blue. But the inside of the 
corolla is colored black, as is the tip below the calyx, where the 


flower joins the stalk. As the flower is shown in perspective, only a 
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small part of the inside of the corolla appears, and the black area 
is very trifling compared with the whole. 

One of the narrow ends of the box is colored black substantially 
over all its area, and there is an appreciable black surface on the 
sides, but the top has no black besides the flowers. On the black 
end appears the legend, “Narcisse de Chine, Vivaudou.” These 
boxes come from France, and, as required by law, are marked on 
the bottom “Made in France,” though the bottle, the scent, and the 
powder are made in this country. The plaintiff succeeded in getting 
into the injunction a provision against the use of this phrase unless 
modified. 

We think it unnecessary to review the decisions touching the 
use of colors in commercial make-up and the extent to which that 
use may be controlled in the interest of fair trade. Such cases 
necessarily involve a compromise between conflicting interests and 
do not involve absolute rights. They are in substance quite the same 
as cases of secondary meaning and “nonfunctional” design. While 
the plaintiff has no right to a monopoly in the use of the word, the 
color, or the ornament, simpliciter, when it becomes an element in 
a manifold likely to divert from him his customers, the law will 
prevent its use. It is quite true that the defendant’s “right’’ to use 
such combinations as he chooses is curtailed, but his interest in any 
particular combination is too trivial to stand against the plaintiff's 
damage in his loss of trade. The law can compose such conflicts 
only by recourse to the relative importance of the interests involved. 
There is no rule. 

Color may be an effective means of fraud, Garrett v. Garrett, 
78 F. 472, 24 C. C. A. 173 (C. C. A. 6); Walker v. Grubman, 224 
F. 725 (D. C.), though the cases, so far as we know, have always 
turned upon color as an element in a dress otherwise shown to be 
fraudulent. However, we have no disposition to lay down limits to 
a field which is inevitably vague, beyond observing that it must be 
a clear case in which mere similarity in color will be enough. More 
generally, the plaintiff has been unsuccessful. Schlitz v. Houston, 
250 U. S. 28, 39 S. Ct. 401, 63 L. Ed. 822 [9 T. M. Rep. 279], 
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Diamond Match Co. v. Saginaw Match Co., 142 F. 727 (C. C. A. 
6); Morse v. Lowney, 256 F. 935 (D. C.) [9 T. M. Rep. 341]; 
Taylor v. Bostick, 299 F. 232 (C. C. A. 8); Smith-Kline Co. v. 
American Drug Syndicate, 273 F. 84 (C. C. A. 2) [11 T. M. Rep. 
327]. 

In all such cases we commonly use our own eyes and must 
project in imagination any possible confusions to which a careless 
buyer might be subject. If there were proof of actual confusion, 
we could correct our naive impressions; but the single instance 
proffered is too slight for reliance. Thrown upon what our senses 
tell us, we have no hesitation in finding that there is neither sugges- 
tion nor even intimation from the top of the defendant’s boxes that 
their contents is the familiar “Black Narcissus” scent. These gaudy 
red flowers on their green and blue background cannot, so far as we 
can see, lead any one to think that they represent black flowers. 
The black spots in the center are apparently meant to represent 
shading, but it makes no difference what they are. 

The black end, on which appear the words “Narcisse de Chine, 
Vivaudou,” does, it is true, make a more plausible case. The boxes 


stacked in files, with that end showing, conceivably might deceive 
a hasty buyer, seeing the word on a black background and no more. 
But we have no evidence that the boxes are so stacked, or sold from 
stacks, nor have we any substantial reason to suppose that buyers 
are in fact deceived. Normally we should say the box is seen from 
above; the eye gets its impression from a glance at the whole. Per- 


haps not; we need say at present no more than that the case is too 
uncertain for relief pendente lite. If the defendant is fraudulently 
disposed, at least it has been strangely wary in execution. We 
should have to be convinced by unusually strong proof that so trifl- 
ing a feature was of consequence. At the trial more may appear, 
or the defendant, now advised of the possibility of confusion, may 
choose to eliminate any black at all from its dress, having run off its 
present stock of boxes. 

The opinion was filed on September 3. On October 11 a former 
employee of the defendant, one Vogt, made an affidavit in which for 
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the first time mention was made of certain, display placards, which 
were distributed in the summer of 1924 to retailers, and also of the 
legend, ““Made in France,” on the bottom of the boxes. The bill 
lays neither of these features as a ground of relief, and the relief 
must follow the bill. The plaintiff may wish to amend, and may 
in the end succeed in respect of either or both these matters; but we 
think it best to say nothing about them at the present time. They 
were afterthoughts, brought in when the case had already been 
decided, and only a few days before the order was signed. On the 
record as it stands, the plaintiff is not entitled to any relief upon 
them. 
Order reversed; motion for preliminary injunction denied. 


Wixtuiamson Canpy Co. v. Ucanco Canpy Co. 
United States District Court, District of Delaware 
January 2, 1925 


Trape-Marks AND Trape-Names—Unram Competition—Por Corn anp 
Cuewinc Gum Ctiose to Canny. 

Popcorn and chewing gum are confectioneries, and are so related 
to candy that trade-marks for one are pertinent in considering trade- 
marks for the others. 

Trape-Marks AND Trape-Names--Unram Competirion—‘On Henry” 
Hep not To Prevent Use or att Orner Cueistian NAMES. 
Adoption and registration of the words “Oh Henry” as a trade- 

mark for candy held not to give the owner the broad right to prevent 
the use by another of the word “Oh,” followed by any other Christian 
name whatever. 

Trape-Marks anp TrapE-Names—Uwnram Competition—Ocutar or Avric- 
ULAR SIMILITUDE NoT THE Onty Means or Unrair Competition. 
The boundaries to the field of unfair competition are not so nar- 

row as to exclude those means and forms of deception which do not de- 
pend on direct ocular or auricular similitude. 

Trape-Marks aNp Trape-Names aNp Unrair CompetTition—Derenpant 
CHARGEABLE witH Unrair Competition 1n Use or “On JonNNIE.” 
Complainant, owner of the trade-mark “Oh Henry,” for a choco- 

late bar, held entitled to an injunction to restrain the use by defendant 
of the name “Oh Johnnie” on a bar like that of complainant in every- 
thing except that it is smaller and sells for half the price. 
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Trave-Marxks AND TrapE-Names anp Unrair CompetiTion—Svuccessor Cor- 

PORATION LiaBLE For UNLAwFuL Acts oF PREDECESSOR. 

A corporation succeeding to the business and good-will of another 
corporation, with full knowledge of its acts in unfair competition with 
complainant, held liable for such acts, as well as for its own unfair 
competition. 
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In equity. Action for unfair competition. Decree for com- 
plainant. 


Francis H. Williams (of Little, Williams § Little), of Chicago, 
Ill., and Charles F. Curley, of Wilmington, Del., for plain- 
tiff. 

Walter M. Balluff, of Davenport, Iowa, Clarence E. Mehlhope 
(of Offeld, Mehlhope, Scott § Poole), of Chicago, IIl., 
and Marvel, Marvel, Layton §& Hughes, of Wilmington, 

Del., for defendant. 


Morris, D. J.: Williamson Candy Company, plaintiff, is the 
manufacturer of a chocolate coated candy bar sold under the name 
“Oh Henry!” It here charges the defendant, Ucanco Candy Com- 
pany, a Delaware corporation, which sells a like, but smaller, bar 
under the name “Oh Johnnie!’ with trade-mark infringement and 
unfair competition. The usual equitable relief is sought. 

The plaintiff began the use of “Oh Henry!” in 1918 as a trade- 
mark for a candy bar the shape, color and composition of which 
were old. Ucanco Candy Company, an Iowa corporation of which 
defendant was successor with notice of all facts, was the first to use 
“Oh Johnnie!” as a mark or name for confectionery. In 1921 it 
used that mark or name to designate a bar of candy, manufactured 
by it at Davenport, Iowa, which had the same shape, color, and 
composition as the “Oh Henry” bar. The wrapper for the “Oh 
Johnnie” bar was made of the same kind of paper as that used for 
“Oh Henry.” The label upon the wrapper of the “Oh Johnnie”’ 
bar was printed with the same color and shade of ink as that used 
for “Oh Henry.” On the plaintiff’s label the words “Milk Nut” 
appeared above the words “Oh Henry.” On the “Oh Johnnie” 
label ‘“Milk Nut Roll” was placed beneath the words “Oh Johnnie.” 
Advertisements of “Oh Henry” contained a pictorial representation 
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of the wrapped bar, the unwrapped bar, and a transverse cross-sec- 
tion thereof, grouped together, with the latter two placed beneath 
the right and left hand corners, respectively, of the former. “Oh 
Johnnie” advertisements, later inserted in the same trade journal, 
contained a pictorial representation of the wrapped bar, the un- 
wrapped bar, and a transverse cross-section thereof, grouped in 
the same manner and in the like position as in the prior “Oh 
Henry” advertisements. The “Oh Henry” bar was sold at retail for 
10 cents. The “Oh Johnnie” bar was about one-half as large and 
was sold at retail for 5 cents. 

In February, 1923, the plaintiff herein instituted, in the 
Southern district of Iowa, a suit against the Iowa corporation, 
wherein injunctive relief against alleged infringement of trade- 
mark and unfair competition was sought. Therein Judge Wade 
granted a preliminary injunction, “restraining the defendant (the 
Iowa corporation) from the use of the label in blue ink now and 
heretofore used, and that the candy under the designation of ‘Oh 
Johnnie’ shall not be sold and distributed under any label which 
may be readily confused with the label of the complainant, * * * 
from using any advertisement from which it does not appear that 
the product is manufactured by the defendant company, * * * 
from in any manner representing to any person that the product 
‘Oh Johnnie’ is the same as the ‘Oh Henry,’ except as to size and 
price, * * * and * * * from doing any act which in any manner 
is intended or planned to represent to the public that there is any 
relation between the two candies produced by the respective parties, 
or which does not leave the two products upon their respective 
merits to the public.” 

Judge Wade refused to pass upon the legality of the use of 
“Oh Johnnie” until final hearing, and hence refused to enjoin its 
use by preliminary injunction. By reason of such refusal the plain- 
tiff appealed. The decree of the trial court was affirmed, upon the 
ground, as I understand it, that no abuse of discretion by the trial 
judge had been shown. Williamson Candy Co. v. Ucanco Candy 
Co., (C. C. A.) 297 F. 454 [14 T. M. Rep. 383]. When the case 
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in Iowa was called for final hearing in May of 1924, it appeared 
that in March, 1922, the Iowa corporation had transferred all its 
assets to a Delaware corporation of the same name, the defendant 
herein, and that the stockholders of the former had exchanged their 
shares for an equal number of shares of the Delaware corporation. 
The Iowa suit was dismissed without prejudice. Thereupon the 
present suit was instituted. 


The defendant corporation manufactures and sells the identical 


product manufactured and sold by the Iowa corporation. It desig- 
nates its product, as did its predecessor, by the trade-mark “Oh 
Johnnie.” It asserts, however, that its advertisements have not at 
any time contained cuts or pictorial designs like that used by its 
predecessor as hereinbefore described. This the plaintiff does not 
deny. The defendant further asserts that, after the decision of 
Judge Wade, it discontinued the use of the blue label and adopted 
a new label, that could not be readily confused with the label of 
the plaintiff. The plaintiff admits the change in label, and does 
not here strongly urge that the present dress of defendant’s bar, 
apart from the mark “Oh Johnnie,” tends in any degree to create 
in the mind of the casual purchaser the belief or impression that the 
defendant’s bar is of the same origin as “Oh Henry”; that is, manu- 
factured by the same or an affiliated company. Plaintiff’s position 
is that the surpassing offense of the defendant (and of its predeces- 
sor) lies in the use of “Oh Johnnie,” that “Oh Johnnie” is an in- 
fringement of the mark “Oh Henry,” and that, without regard to 
the dress of defendant’s product, “Oh Johnnie” is of itself calcu- 
lated to mislead or deceive the public into the belief that the de- 
fendant’s product is of the same origin as “Oh Henry,” especially 
when used upon a product differing from that of the plaintiff in no 
particulars other than size, price, and quality. 

In support of its charge of infringement, plaintiff asserts that 
it is entitled to the exclusive use for a candy bar of (1) the word 
“Oh”; (2) the word “Oh” followed by any Christian name; and in 
any event (3) the words “Oh Henry.” Its conclusion, as I under- 
stand it, is that, being so entitled, the use by any one, in connection 
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with candy, of such words, words of like appearance or sound, or 
words which through the power of suggestion are calculated to give 
rise to a belief or impression that the candy so designated is of the 
same origin as “Oh Henry,’ is a violation of plaintiff's rights. I 
think the plaintiff has failed to establish that it has the exclusive 
right to the use of “Oh” in connection with candy. The evidence 
discloses that “Oh” has been used by several other persons as a part 
of a trade-mark for confectionery. “Oh My” was registered by the 
National Candy Company in 1907 as a trade-mark, No. 63,861, “for 
confections composed of or containing popcorn.” “Oh Boy’ has 
been used since October, 1915, by the Starkel Candy Company as a 
trade-mark for candies. “Oh Boy Gum” has been used as a trade- 
mark for chewing gum since October, 1918. While popcorn and 
chewing gum are not candy, they, like candy, may probably be 
properly considered as confectioneries, and are so related to candy 
that the trade-marks for one are pertinent in considering trade- 
marks for the others. See Aunt Jemima Mills Co. v. Rigney § Co., 
(C.C. A. 2), 247 F. 407,159 C. C. A. 461, L. R. A. 1918C, 1039 [8 
T. M. Rep. 163]; Akron Overland Tire Co. v. Willys Overland Co., 
(C. C. A. 8) 273 F. 674 [11 T. M. Rep. 281]. 

Though it is not disputed that plaintiff was the first to use a 
Christian name in combination with “Oh” as a trade-mark for 
candy, I think it by no means follows that plaintiff thereby acquired 
the right to prevent the use by another of each and every Christian 
name in combination with “Oh” solely because of their being Chris- 
tian names. If plaintiff has the exclusive right to the use in connec- 
tion with candy of Christian names in combination with “Oh,” it is 
only by reason of the fact that no Christian name whatever may be 
so used by another without the probability of creating in the mind 
of the public a belief or impression that the candy so marked is of 
the same origin as “Oh Henry.” The proof does not establish, and 
I am not prepared to say, that every Christian name would produce 
that result. 

Passing to plaintiff's third subordinate contention, it is con- 
clusively established by the evidence that “Oh Henry” does in fact 
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denote or distinguish to the trade and to the public plaintiff's choco- 
late-coated candy bar. Hence there is presented for decision the 
question whether the rights of plaintiff arising from that established 
fact have been invaded by the defendant in its use of “Oh Johnnie,” 
or, more particularly, whether defendant’s use of “Oh Johnnie” is 
calculated to plant in the mind of the public the belief or impression 
that the “Oh Johnnie” bar and the “Oh Henry” bar are of a com- 
mon origin. 

The fundamental purpose of a trade-mark is to point out the 
origin of the goods to which it is attached. Because of this basic 
function, a trade-mark enables the public to recognize and know 
again articles which have a common origin. It serves to distinguish 
the goods made or sold by one person from the goods made or sold 
by another. It protects the public against deception, and so pre- 
serves the established good-will of one trader from injury at the 
hands of those who would pass off their goods as his. Ordinarily 
the act by which one attempts to pass off his goods as those of a 
person having an established trade and good-will consists of a direct 
appeal to the eye or ear, respectively, through a greater or lesser 
simulation of the form and appearance of the goods themselves, their 
dress, their marks, or the name under which the business of their 
manufacturer or seller is conducted. 

But it must not be overlooked that appeals to the eye and ear 
are but the means through which deceptive and false impressions are 
sought to be made upon the mind itself, and are consequently not 
exhaustive of the means by which unfair competition may be at- 
tempted or accomplished. As substantially the same thought may 
be suggested and aroused, the same mental reaction stimulated, the 
same picture brought before the mind’s eye by words having neither 
the same physical appearance, spelling, pronunciation, nor sound— 
as, for example, the words “same” and “identical” —so the bound- 
aries to the field of unfair competition are not so narrow as to ex- 


clude those means and forms of deception which do not depend 


upon direct ocular or auricular similitude. 
A trader, desiring to deceive, but not versed in the mental 
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sciences, or in the method of implanting in the human mind through 
association of ideas or by suggestion a desired impression or belief, 
would probably use only such dress, marks, or names as would pre- 
sent directly to the eye or ear a deceptive resemblance to the dress, 
mark, or name of the trader having an established good-will. But 
the trader, not more honest, but more skilled in the means and 
methods of confusing and deceiving the human mind, would prob- 
ably resort as well to less direct, but not less successful, ways of 
accomplishing his aim. By such a person the power through sugges- 
tion to awaken the imagination and direct the mind to a predeter- 
mined goal would not be overlooked. But the law guards the good- 
will of a trader—and thereby the public—against unlawful injury, 
and with equal care, whether the method of deception by which the 
injury is brought about is of the latter or of the former character. 

In determining whether the defendant here has done illegally 
anything that would leave with the public the impression or notion 
that its candy bar is of the same origin as “Oh Henry,” certain sub- 
ordinate principles must also be considered. To succeed, a plain- 
tiff must show a deception arising from some feature of its own, not 
common to the public. But it is not necessary that the imitation of 
plaintiff's feature, taken alone, should be calculated to deceive. It 
is sufficient if it has that effect when considered upon the background 
made for it by the defendant. Schlitz Brewing Co. v. Houston Ice 
Co., 250 U. S. 28, 89 S. Ct. 401, 63 L. Ed. 822 [9 T. M. Rep. 279]. 

What is the result when the facts here are measured by the 
foregoing primary and secondary principles? Plaintiff's bar, com- 
mon to the public, was copied as to ingredients, form, color, and 
general design. The paper wrapper, common to the public, but 
identical with that used by the plaintiff for “Oh Henry,” was used 
for “Oh Johnnie.” For the label printed upon the wrapper the 
identical color and shade of ink employed by the plaintiff were used. 
The advertising cuts used by the plaintiff, though unique in the ar- 
rangement of the objects depicted, were copied literally. “Oh,” 
which, though as available to the defendant as to the plaintiff, was 
being used on but one candy other than “Oh Henry,” and that not 
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extensively, was adopted as part of the trade-mark. Thus far the 
“Oh Johnnie” bar had the appearance of being the same as the “Oh 
Henry” bar, save in size, price, and possibly quality. They were as 
alike as two brothers of different years. “Henry” could, of course, 
not be used for the remainder of defendant’s trade-mark. In its 
stead “Johnnie” was adopted. Like “Henry,” it is a word of two 
syllables, accented upon the first. Each syllable ends with the same 
sound as the corresponding syllable in “Henry.” Even the exclam- 
ation point by which “Oh Henry” was followed did not escape sei- 
zure and adoption. 

While in suits of this character it is not essential to prove that 
the defendant intended to pass off its goods as those of the plaintiff, 
yet its intention so to do is by no means immaterial, because, if it be 
established that the defendant intended to deceive—intended that 
its goods should be passed off as the plaintiff’s—it can rarely with 
effectiveness, and never with grace, say that its fraudulent conduct 
has not had, and will not have, the intended effect. Cutler on Pass- 
ing Off, pp. 5,6. It would be a strain upon human credulity to be- 
lieve that such and so many points of similarity as here found could 
innocently exist. See Yale §& Towne Mfg. Co. v. Alder, 154 F. 37, 
83 C. C. A. 149 (C. C. A. 2); Putnam Nail Co. v. Bennett (C. C.) 
43 F. 800. The only plausible purpose for similarity was to enable 
the smaller bar to be passed off as the product of the plaintiff. Yet 
it is true that “Henry” and “Johnnie” are names of and denote two 
separate and distinct individuals, and, besides, in view of the dif- 
ference in size and price between the two bars, it is equally true that 
no one would be apt to buy an “Oh Johnnie” bar in the belief that 
he was buying an “Oh Henry” bar. 

But those facts fall far short of an exoneration. The plaintiff's 
rights are not so narrow. It was and is also entitled to have the 
public not induced into buying “Oh Johnnie,” instead of “Oh 
Henry,” upon the direct or indirect representation or suggestion 
that the “Oh Johnnie” bar is of the same origin as the “Oh Henry” 
bar. Common origin may be indicated and expressed in many dif- 
ferent ways. I think nothing has been omitted, even to the diminu- 
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tive ending of “Oh Johnnie,” that would be calculated to create in 
the mind of the public the impression or belief that the “Oh John- 
nie” bar is the smaller brother of the “Oh Henry” bar. That is a 
suggestion well calculated to deceive, for the public does not need 
to be told that brothers are children of the same parents. The im- 
pression so created in the mind of purchasers is not, I think, mate- 
rially affected by the fact that the name of the manufacturer appears 
upon the respective bars or wrappers. 

The defendant, however, correctly points out that it has never 
resorted to advertisements employing cuts of the kind used by the 
Iowa corporation, and that it has since Judge Wade’s decision in 
the Iowa case so changed the label upon its goods as to prevent any 
similarity between its label and that of the plaintiff. But that did 
not end defendant’s offending. Those were only some of the means 
employed to suggest a common origin for “Oh Henry” and “Oh 
Johnnie.” I think the strongest suggestion to that effect arose 
from the mark “Oh Johnnie” on a bar like the bar of the plaintiff in 
everything except size and price. These acts have been continued 
by the defendant. 

The use by the defendant of “Oh Johnnie” or any other mark 
or dress calculated to mislead or deceive the public into the belief 
that the candy bar put out by the defendant is the product of the 
plaintiff company, or of a company affiliated therewith, must be en- 
joined. Moreover, as the property of the Iowa corporation was ac- 
quired by the defendant with full knowledge of every act by which 
the Iowa corporation had acquired the good-will transferred by it 
to the Delaware corporation I think the defendant should account 
to the plaintiff for the unlawful acts of its predecessor, as well as 
for its own unlawful acts. 
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Puuirzer Pus. Co. v. Houston Printine Co. 
[4 F. (2d) 924] 


United States District Court, Southern District of Texas 
March, 1925 


Trape-Marks aNp Trape-Names—Unram Competition—Law or TRADE- 
Marxs Is Part or Broaper Law or Unram Competition. 

The law of trade-marks is but a part of the broader law of unfair 
competition, the essence of the right to protection of a trade-mark 
being that the claimant has an established good-will, which it has sym- 
bolized by marks, names, or other indicia, and the essence of the wrong 
consists in the sale of the property of one manufacturer or vendor 
for that of another. 

Trapve-Marxs anp TrapeE-Names—Unram Competition—Goop-WiILL, NOT 
Mark, Prorecten. 

It is not the trade-mark, but the good-will in connection with 
which the mark is used, that is protected, and the proprietor of a 
trade-mark cannot monopolize markets that his trade has not appro- 
priated. 

Trape-Marxs AND Trape-Names—Unrarm Competition—RecisTRaTIoNn 
Statute Does not Extrenp or Limrr Common-Law Rucur. 
Registration does not create a trade-mark and is not essential to 

its validity; and the federal Registration Act is without effect to extend 
or limit, except in interstate commerce as to remedies, the substantive 
rights which persons have in trade-marks at common law. 

Trave-Marxs anp Trape-Names—Unram Competition—Use or NAME FOR 
Newsparer Hetp not To Inratnce Trape-Mark Ricur. 

The use of the name “St. Louis Post-Dispatch” for a newspaper 
published in St. Louis and of general circulation throughout the coun- 
try, and the registration of the name “Post-Dispatch” as a trade-mark, 
held not to exclude the publishers of a newspaper in Houston, Texas, 
from the right to use the name “Houston Post-Dispatch,” where there 
was no unfair competition, either in intent or result. 


In equity. Suit to restrain alleged unfair competition. De- 
cree for defendant. 


W. O. Huggins, of Houston, Tex., and John E. Green, Jr., of 
St. Louis, Mo., for complainant. 

Baker, Botts, Parker & Garwood, of Houston, Tex., for de- 
fendant. 


Hurtcueson, D. J.: This is a bill in equity, brought by the 
Pulitzer Publishing Company against the Houston Printing Com- 
pany to enjoin the latter from the use of the words “Post-Dispatch” 
as the name of a paper published by the defendant at Houston, Tex. 
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The bill was filed on September 15, 1924, and alleges: That com- 
plainant is the publisher of a daily and Sunday newspaper known 
as the “Post-Dispatch,” which has been published and circulated 
under this name since 1878. That on the Ist day of August, 1924, 
its daily and Sunday editions circulated in every state of the Union 
and in all of the principal foreign countries of the world, its daily 
circulation exceeded 220,000 copies, and its Sunday circulation ex- 
ceeded 350,000 copies. That on August 1, 1924, its Sunday circu- 
lation averaged 24,100 in Texas, 2,000 copies in Louisiana, 12,000 
copies in Arkansas, and 20,000 copies in Oklahoma. That from 
1878 to August 1, 1924, it was the only newspaper in the United 
States using this name. That, although the words “St. Louis” were 
sometimes printed on the paper in connection with the words “Post- 
Dispatch,” these words form no part of its trade-name. That on 
March 15, 1924, complainant filed in the United States Patent 
Office an application for the registration of “Post-Dispatch” as a 
trade-mark or trade-name for its newspaper. That thereafter a cer- 
tificate of registration of such mark was issued to complainant. 
That on or about August 1, 1924, defendant acquired two news- 
papers published in Houston, Tex., known as the “Post” and the 
“Dispatch” respectively, and on said date consolidated these two 
newspapers into one, and, fraudulently and intending to reap the 
benefit of the established trade-mark and good-will of complainant, 
has since said date been publishing said consolidated newspaper 
under the name of “Houston Post-Dispatch.” That, as the result 
of the unlawful conduct of the defendant, confusion of defendant's 
paper with complainant’s paper has resulted, and the circulation of 
complainant’s newspaper has been and will be greatly interfered 
with, diminished, and decreased. 

Defendant alleges: That prior to the Ist day of August, 1924, 
it owned and published a newspaper in the city of Houston which 
was called the “Houston Post.” That such newspaper had been 
continuously published under that name, except for a short period 
in 1885, since 1883. That immediately prior to August 1, 1924, the 
defendant acquired the Houston Dispatch, a daily newspaper there- 
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tofore published in the city of Houston, and that immediately prior 
to the consolidation the Houston Post had a daily circulation of 
42,000 copies, and the Houston Dispatch an average daily circula- 
tion of 18,000 copies. That both papers had established a good-will 
which constituted a valuable asset. That when the papers were 
consolidated the combined name “Houston Post-Dispatch” was 
adopted to conserve the good-will and assets of both papers, unin- 
fluenced by and without contemplation of the fact that complain- 
ant’s paper was called the “St. Louis Post-Dispatch.” It further 
asserted: That the words “Post-Dispatch” were publici juris, and 
could not be appropriated as a valid trade-mark as against the right 
of the defendant to use the joint names of the two papers which it 
had consolidated. That there is no competition between and no con- 
fusion of the papers of complainant and defendant. That com- 
plainant’s paper, the “St. Louis Post-Dispatch,” and the defendant’s 
paper, the “Houston Post-Dispatch,” are by their very designations 
clearly and sufficiently distinguished. 

The case coming on for hearing, the following facts were estab- 
lished: 

(1) That Joseph Pulitzer, through whom complainant holds, 
in the year 1878 acquired control of two daily newspapers in St. 
Louis, one called the “Post,” and the other the “Dispatch.” That 
on December 12, 1917, these two papers were consolidated, and the 
consolidated paper was thereafter published under the name “St. 
Louis Post-Dispatch.” That its daily and Sunday circulation was 
as alleged in the bill. 

(2) That during the past 20 years complainant has spent ap- 
proximately $175,000 in advertising and extending the circulation 
of its newspaper. 

(3) That on March 15, 1924, application was made for regis- 
tration of the name “Post-Dispatch,” and the same was registered, 
not, however, upon an affidavit of exclusive use prior to February 
20, 1905. 

(4) By the affidavits of five newspaper stand operators that 
there is constant confusion between the newsdealers and their pa- 
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trons as to the “Post-Dispatch” of St. Louis and the “Post-Dis- 
patch” of Houston. That the similarity of names makes it neces- 
sary for newspaper dealers, when a customer called for a “‘Post- 
Dispatch,” to ascertain which paper is desired. 

(5) None of these affidavits, however, testified to a single lost 
sale or a single substitution, and no proof was offered as to the 
diminution of its sales or loss of business. 

(6) That defendant established that, when the Houston “Post” 
and the Houston “Dispatch” were consolidated, both of them had 
an established good-will, and that the directors, on inquiry, finding 
that the usual method of combining papers was to combine the 
names of the constituent papers, in order to preserve the good-will, 
adopted the name “Post-Dispatch” for the sole and only purpose 
of conserving the assets and good-will of the papers being consoli- 
dated, without any thought of dissimulation or unfair competition 
with the complainant’s paper, or in the hope of acquiring, by the 
use of the name, any of the good-will belonging to complainant. 

(7) They also proved that it was almost the universal custom, 
in consolidating newspapers, to use the two constituent names. 

(8) Defendant also offered proof that approximately one out 
of every 14 daily newspapers in the United States used either the 
name “Post” or “Dispatch,” or a component in which either one of 
these names appears. That the word “Post’’ has been used for a 
newspaper as far back as 1643. 

(9) That in 1878, when complainant adopted the name, the 
words “Post” and “Dispatch” were common names for newspapers 
in the United States. It also proved that the “Dardanelles Post- 
Dispatch,” published at Dardanelles, Ark., in 1897, has been con- 
tinuously published since that time, the name resulting from the 
consolidation of two papers theretofore known as “Post” and “Dis- 
patch.” That the “Sykesville Post-Dispatch,’ of Sykesville, Pa., 
has been published continuously under that name since 1907. That 
the “Center Post-Dispatch,” of Center, Colo., has been published 
continuously since 1912, under that name. That the “Rockingham 


Post-Dispatch,” of Rockingham, N. C., has been published since 
1918. 
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The evidence showed that more than 90 per cent. of the entire 
circulation of the “Houston Post-Dispatch” is confined to an area 
within 50 miles of the city of Houston. The “St. Louis Post-Dis- 
patch” is published at a point more than 800 miles from the city of 
Houston. 

Upon the argument the complainant grounds its right to in- 
junction, not upon an actual fraudulent intent to pirate defendant’s 
good-will, but upon the claim that the complainant has a technical 
trade-mark, established both by use and by registration, which it is 
entitled to have protected against the confusion of goods which is 
the natural and inevitable result, as they claim, of the use by the 
defendant of the same name. The defendant, on the other hand, 
asserts that complainant has no technical trade-mark, and that, 
there being no unfair competition, in the sense of a fraudulent pur- 
pose to pirate and appropriate complainant’s good-will, complain- 
ant’s case is without equity. 

While in the law of trade-marks and unfair competition many 
interesting questions arise, which make individual cases difficult of 
solution, the law of the case at bar is controlled by the simplest 
principles. These are: 

(1) That the law of trade-marks is but a part of the broader 
law of unfair competition. Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403, 36 S. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149]. 

(2) That the essence of the right is that the claimant has an 
established good-will connected with its trade or business, which 
good-will it has symbolized by marks, names, or other indicia, 
and the essence of the wrong consists in the sale of the property of 
one manufacturer or vendor for that of another. Id. 

Further, a trade-mark right is not a right in gross or at large, 
and it is not the trade-mark, but the good-will in connection with 
which the mark is used, which is protected, and the proprietor of a 
trade-mark cannot monopolize markets that his trade has not ap- 
propriated. Hanover v. Metcalf, supra; United Drug Co. v. Rec- 
tanus Co., 248 U. S. 95, 39 S. Ct. 48, 63 L. Ed. 141 [9 T. M. Rep. 
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This is true of common-law trade-marks, and it is equally true 
of those which have been registered, for the federal Registration 
Acts are wholly without effect to extend or limit, except in inter- 
state commerce, as to remedies, the substantive rights which per- 
sons have in, or in connection with, those trade-marks at common 
law. Scandanavia Belting Co. v. Asbestos & Rubber Works, 257 F. 
937, 169 C. C. A. 87 [9 T. M. Rep. 136]; Andrew Jergens § Co. v. 
Woodbury Co., (D. C.) 273 F. 952 [11 T. M. Rep. 192]. 

Registration does not create a trade-mark. It is not essential 
to its validity. Armour v. Louisville Provision Co. (C. C. A.) 283 
F, 42 [13 T. M. Rep. 44]; Phillips v. Hudnut, 263 F. 643, 49 App. 
D. C. 247 [10 T. M. Rep. 243]; Trappey v. McIlhenny (C. C. A.) 
281 F. 28 [12 T. M. Rep. 179]. The law is well stated in United 
Drug Co. v. Rectanus Co., supra, where the court said, of an effort 
to predicate a right upon a mark rather than upon a business to 
which the mark was an incident: 


“The asserted doctrine is based upon the fundamental error of sup- 
posing that a trade-mark right is a right in gross or at large. * * * There 
is no such thing as property in a trade-mark, except as a right appurtenant 
to an established business or trade in connection with which the mark is 
employed. The law of trade-marks is but a part of the broader law of 
unfair competition; the right to a particular mark grows out of its use, 
not its mere adoption. Its function is simply to designate the goods as the 
product of a particular trader and to protect his good-will against the sale 
of another’s product as his; and it is not the subject of property, except 
in connection with an existing business. * * * It results that the adop- 
tion of a trade-mark does not, at least in the absence of some valid legis- 
lation enacted for the purpose, project the right of protection in advance 
of the extension of the trade, or operate as a claim of territorial rights over 
areas into which it thereafter may be deemed desirable to extend the trade.” 


And it concludes by reaffirming what Justice Holmes had in the 
concurring opinion in the Hanover Case so clearly declared, that 
state lines have great importance in the matter of trade-mark laws, 
since the law of trade-marks is a matter of state rather than of 


federal law; the court, in the Rectanus Case, at page 98 (39 S. Ct. 
51), saying: 


“Property in trade-marks and the right to their exclusive use rest upon 
the laws of the several states, and depend upon them for security and 
protection; the power of Congress to legislate on the subject being only 
such as arises from the authority to regulate commerce with foreign na- 
tions and among the several states.” 
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Since, as it appears these statutes confer no rights whatever, 
but merely furnish a method for spreading on the records the evi- 
dence of already existing rights, complainant can draw no comfort 
from them, and his cause must stand upon the common law. Much 
interesting discussion has occurred in the briefs as to whether, in 
any event, the name “Post-Dispatch” is publici juris, so that it 
could not be the subject of a valid trade-mark in its primary signifi- 
cance, and whether, if so, the complainant has, by the use which 
it has given it, attached to it a secondary meaning, so identifying 
it with the particular paper published as to give it trade-mark pro- 
tection. 

On these points it is sufficient to say that, since the trade-mark 
is not a right in gross, but is wholly an incident to a business, a 
case could never arise between newspapers where the naked ques- 
tion of technical trade-mark could be controlling, for, if a field had 
been thoroughly appropriated by a newspaper under any name, and 
a competitor in the same locality used that name, the issue of unfair 
competition on the face of the matter would arise, and an injunction 
would issue, unless the competitor so surrounded the name with 
weasel words as to suck out of it all of the significance which its 
first use had given. Evening Journal Association v. Jersey Pub. Co. 
(N. J. Ch.) 124 A. 767 [14 T. M. Rep. 439], and cases cited. Since, 
as has been stated, no unfair competition could exist, because the 
business of complainant is not conducted here, it becomes wholly 
academic whether complainant has a valid trade-mark in other 
places and under other circumstances. 

Nor, in this decision, have I overlooked the testimony that some 
confusion exists in the news stands, which sometimes requires clear- 
ing up. Equity sits for substance, and not for shadow, and no 
chancellor could ever justify the issuance of its most gracious writ 
because of the testimony that in some instances confusion had re- 
sulted in the initial calling for a paper published in a different state 
under a different date line, having in every way a distinctive make- 
up, especially where the paper complaining was claiming a right to 
exclude another from a field which it had itself not occupied. These 
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incidents are the very straws, and straws are chaff, and while, in 
the popular adage, straws may “show the way the wind blows,” 
equity has never yet issued its writ to protect either a straw man or 
a house of straw, for equity saves the wheat and fans the straw. 

Finding nothing of substance in complainant’s claim that it has 
appropriated the territory in which the Houston “Post-Dispatch” 
circulates, so as to give it any right to prevent the appropriation of 
that field by others, and especially finding that no unfair competi- 
tion, either in intent or result, has resulted or will result from the 
use by the “Houston Post-Dispatch” of the combination in its busi- 
ness of the individual names of the constituents of that business, it 
results that the prayer of complainant should be denied; and it will 
be so ordered. 


Tusutar Heatine & VentitatTiIne Co. v. Mt. Vernon Furnace 


& Mra. Co. ET AL. 
[2 F. (2d) 982] 


United States District Court, Eastern District, Illinois 


December 4, 1924 


Trape-Marks ann Trape-Names—Unram Competirion—INJSUNCTION NOT 

Appropriate Remepy ror Past INFRINGEMENT. 

Injunction is not an appropriate remedy for past infringement, 
and will lie only to prevent further injury when actually threatened. 

Trape-Marks aNd Trape-Names—Unram Competirion—“Master” on 

Heatinc Apparatus—Evipence Hetp to Warrant Conciusion 

THAT Derenpant Hap Asanponep Use or Puarntirr’s ‘Trape- 

Mark. 

In suit to enjoin infringement of trade-mark, where defendants, on 
plaintiff's complaint, promptly ceased using latter’s trade-mark “Mas- 
ter,” on their goods and stationery, and instructed their salesmen to 
cease using its mark, held that defendant had abandoned use of plain- 
tiff’s trade-mark and that there was no reasonable ground for appre- 
hension on part of plaintiff of further infringement by defendant. 

Trape-Marks anp Trape-Names—Uwnrair ComPetition—BiLx ror Account- 
1nG Acatnst Inrrincer oF Trape-Mark Not SusTarINneb. 

A bill in equity for a naked accounting for profits and damages 
against infringer of trade-mark cannot be sustained, the remedy at law 
being complete and adequate. 

Same—Same—Insuncrion—MANUPACTURERS NoT IN ConTEMPT For VIOLA- 

TIon oF InsuncTion Because or Acts or DEALER. 

Plaintiffs, manufacturers of heating apparatus could not be held 
in contempt for violation of injunction against infringement of trade- 
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mark because dealer was offering for sale furnace they had manufac- 
tured, with such trade-mark attached thereto, where plaintiffs had no 
control over dealer, and after his actions were brought to their atten- 
tion, forwarded new plates with other name thereon to be placed upon 
the furnaces. 

In equity. Suit in which a temporary injunction was issued. 
Defendants discharged from rule to show cause why they should 
not be adjudged in contempt, injunction dissolved, and bill dis- 
missed. 

The plaintiff brings suit against the defendant corporation and 
one of its officers, alleging that on or about November 1, 1918, it 
adopted the word symbol “Master” as a trade-mark for warm air 
furnaces, and thereafter used the same continuously, so that it has 
become of great value; that on or about November 29, 1920, the 
defendant corporation adopted the name for the same purpose, and 
has since continued to use it, filing in the United States Patent 
Office, on January 4, 1921, application for registration of the trade- 
mark; that the Commissioner of Patents registered said trade-mark 
June 21, 1921; that on March 22, 1923, plaintiff made application 
for cancellation of said trade-mark, and that on May 7, 1924, the 
Examiner of Interferences rendered a decision, holding that plain- 
tiff had proved its exclusive ownership of the trade-mark, and can- 
celing defendant’s registration; that the defendant was at the time 
of the beginning of said suit infringing upon plaintiff's rights, and 
threatening to continue to do so, to the great damage of the plaintiff. 
The bill seeks an injunction against the alleged infringement, and 
an accounting. 

The defendants admit the allegations which bear upon their 
adoption and use of the word “Master,” and the registration and 
cancellation thereof, and, without admitting or denying the alleged 
priority of plaintiff, set out various acts of the defendants just 
prior to and after June 1, 1924, whereby it is claimed they aban- 
doned the use of the word “Master,” and substituted in lieu thereof, 
as a trade-mark for their product, the word “Vernois.” Defendant 
corporation avers that it has done everything within its power to 
show its good faith in abandoning the word which plaintiff claims 
to be its property, and in adopting and using the substitute, and 
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denies that it has at any time since June 1, 1924, manufactured or 
sold any product bearing the trade-mark “Master,” but avers that 
on the contrary it has notified the trade, its dealers, traveling sales- 
men, and the public generally, by telegrams, letters, and advertising 
in trade journals, that the substitution has been made and the 
former trade-mark abandoned. It denies that it intends to use the 
former trade-mark, and asks that the bill be dismissed for want of 
equity. 

It appears from the evidence that the plaintiff first adopted the 
said trade-mark in the fall of 1918, and first sold furnaces with 
the same applied to them in January, 1919. It has continued using 
said name in connection with its product, and applied for and ob- 
tained cancellation of the registered trade-mark of defendants 
upon the date mentioned in the bill. The defendant corporation 
prayed an appeal to the Commissioner of Patents, and said appeal 
was still pending at the time of the filing of the bill of complaint. 

Two of the defendant corporation’s officers went to the place of 
business of the plaintiff in Philadelphia, in the latter part of May, 
1924. They stated that they had taken an appeal, but were de- 
sirous of settling the controversy. Plaintiff's officers told them 
they must cease using the trade-mark “Master,” and compensate 
plaintiff for such damages as it had incurred by the wrongful use 
of the trade-mark by defendants. Some discussion was had as to the 
catalogues and literature of the defendants, which contained the 
name “Master.” Defendants’ witnesses claim that the plaintiff's 
officers told them that they might use the said literature by sub- 
stituting, by rubber stamps and stickers, for the word “Master,” 
the word “Vernois,” in their catalogues, stationery, invoices, bill 
heads, circulars, and other literature. Plaintiff's witnesses claim 
they made no such statement. Defendants had prepared a written 
contract, which the plaintiff would not execute. Thereupon, on 
May 24, 1924, defendants’ witnesses claim, they told plaintiff's 
officers that they would dismiss their appeal then pending, and take 
immediate steps to abandon the trade-mark “Master.” 

Promptly upon the return of defendants’ officers to Mt. Vernon, 
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defendants did certain specific things to carry out said expressed 
intention. They immediately adopted as a new name for the fur- 
naces sold by them the fanciful name “Vernois”; directed their 
then attorney, by letter, to dismiss the appeal from the Examiner 
of Interferences; after June Ist neither manufactured nor sold any 
more furnaces with the word “Master” upon them; and directed 
their traveling salesmen to discontinue selling any furnaces bearing 
the word “Master,” and so to advise the trade. They ordered rub- 
ber stamps and stickers for use in connection with the literature, 
stationery, circulars, and catalogues, whereby they could and did 
change the name “Master” to “Vernois”; furnished copy to the 
trade journals for new advertising, giving notice to the trade that 
the word “Master” had been abandoned; procured for their own use 
and the use of the trade, cuts of their furnaces, showing thereon 
the name “Vernois”; advised their dealers and the trade journals 
of the change in names, and requested that all old cuts be returned, 
so that the change might be made thereon without expense to the 
trade; and, by letter, advised the plaintiff of these various acts, 
stating that the letter was intended as evidence of the defendants’ 
good faith, and that there would be no deviation upon defendants’ 
part in the actual discontinuation of the use of the word “Master.” 
The plaintiff made no reply to this letter, but, after receiving the 
same, filed its bill of complaint. 

The then trade-mark attorney for the defendants, without their 
knowledge, instead of complying with the defendants’ request to 
dismiss the appeal, allowed it to lie without action, and, a short 
time subsequent to the filing of the bill, the Assistant Commissioner 
of Patents affirmed the decision of the Examiner of Interferences; 
no appearance being made on behalf of either party. Subsequent 
to the filing of the bill, while the attorneys were engaged in taking 
depositions in the city of Philadelphia, the plaintiff learned that a 
certain dealer in Philadelphia had on hand some 70 furnaces, manu- 
factured by the defendant corporation, bearing the name “Master,” 
which the said dealer was offering for sale. The attorney for the 
plaintiff conferred with the dealer, and later an officer and the at- 
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torney of the defendant corporation conferred with him. The testi- 
mony is in direct conflict as to what transpired at the conferences, 
but it appears in evidence, without any question, that this dealer 
had purchased the furnaces in the winter and spring of 1924, that 
the last shipment had been made by the defendant to the dealer in 
March, and that no new furnaces had been shipped or sold to this 
dealer after March, 1924. After discovering that these furnaces 
were still on hand at the time in question, in October, 1924, defend- 
ant shipped to the said dealer name plates bearing the name “Ver- 
nois,” to replace the plates on the furnaces bearing the name “Mas- 
” The plaintiff has filed a petition for citation against the de- 
fendants, asking that they show cause why they should not be ad- 
judged in contempt of court in violation of the temporary injunction 
issued herein. 


ter. 


Glennon, Cary, Walker §& Murray, of Chicago, IIll., and Arthur 
E. Paige, of Philadelphia, Pa., for plaintiff. 
Hart & Hart, of St. Louis, Mo., for defendants. 


Linptey, D. J. (after stating the facts as above): An injunc- 
tion is not the appropriate remedy for past infringement of a trade- 
mark, and is to be used only for the prevention of further injury, 
when such injury is actually threatened. If a defendant has in good 
faith ceased infringement before suit brought, and the plaintiff has 
had full opportunity to learn of said action, and if the court is con- 
vinced that further infringement is not intended, or is not reason- 
ably to be apprehended, it should refuse the injunction, and dis- 
miss the bill. Kennicott Water Softener Co. v. Bain, 185 F. 520, 
107 C. C. A. 626 (C. C. A. 7th Circuit). 

The only question in the present case is whether, assuming that 
the trade-mark of the plaintiff is valid, that the defendants have 
infringed and that the infringement had ceased before the bill was 
filed, which is clearly proved, the plaintiff, when the bill was filed, 
did have any reasonable ground to believe that the infringement 
would be repeated. The defendant corporation left nothing undone 
that a reasonably prudent person might have done to show that it 
had actually abandoned the use of the word “Master,” and intended 
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never to use the same again. It advised its traveling men, its deal- 
ers, and the public generally, that it had abandoned the word “Mas- 
ter,” and that it had substituted therefor the word “Vernois,”’ and 
it placed in the trade journals full-page advertisements, stating the 
same facts, and giving the reason for such action. It not only 
abandoned the word “Master,” but it immediately began to endeavor 
to create good-will and value in the trade-name “Vernois.” True 
it is that the attorney for the defense did not at once dismiss the 
appeal, but the correspondence between the attorney and the de- 
fendant shows, beyond peradventure, that he had been told to dis- 
miss the appeal, and the defendant’s officers believed that he had 
done so, and had no knowledge to the contrary until after the deci- 
sion of the Examiner had been affirmed by the Assistant Commis- 
sioner of Patents. 

Had the plaintiff believed that the appeal was being prose- 
cuted, it might have had some reason to believe that further infringe- 
ment was intended. But it was advised in writing of the defendants’ 
various acts, which were not possibly consistent with any intention 
other than the absolute and final abandonment of the trade-mark 
“Master.” 

The fact that a dealer in Philadelphia may have claimed the 
right to sell furnaces bought from the defendant under the name 
“Master” was not discovered by plaintiff until after they bill was 
filed. Furthermore, it was shown that the defendants had no control 
over said dealer, and that, as soon as his actions were brought to 
their attention, they forwarded new plates with the name “Vernois”’ 
to be placed upon said furnaces. The court therefore is inevitably 
driven to the conclusion that, at the time the present bill of com- 
plaint was filed, there was no infringement being committed by the 
defendants, no threat of further infringement, and no reasonable 
ground for apprehension upon the part of the plaintiff that there 
would be further infringement. Therefore, there was no irreparable 
injury. Under the case cited above and numerous decisions, this 
bill cannot be retained for the purpose of granting an injunction. 
The plaintiff seeks also an accounting for damages, but a bill 
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in equity for a naked accounting for profits and damages against 
an infringer cannot be sustained. Root v. Railway Co., 105 U. S. 
189, 26 L. Ed. 975. If plaintiff has suffered damages by action of 
defendant, there is a complete and adequate remedy at law. Van 
Raalt v. Schneck (C. C.) 159 F. 249, affirmed by C. A. A. for the 
7th Circuit, 170 F. 1021, 95 C. C. A. 672. 

It appears from what has been said that the defendants have 
been guilty of no contempt of court by any violation of the tem- 
porary injunction heretofore issued. The actions of the dealer in 
Philadelphia were not the actions of the defendants, and the de- 
fendants had no control over him. They are discharged from the 
rule, the temporary injunction is dissolved, and the bill is dismissed 
for want of equity. 


BurraLo Typewriter Excuanee, Inc. v. McGaru ET AL. 
[147 N. E. Rep. 240] 


Court of Appeals of New York 
March 31, 1925 


Trape-Marxs anv Trape-Names—Unrairr Competition—Pvustiic PresumMeD 
to Use Reasonaste INTELLIGENCE IN DisTINGUISHING CORPORATE 
NAMES. 

The public will be presumed to use reasonable intelligence and dis- 
crimination as to corporate names, the same as in dealings with indi- 
viduals having similar names. 

Trape-Marks AND ‘Trave-Names—Unrarr CompetiTion—INJUNCTION 
Acarnst Ustne Srmitar Firm Name Covutp nor Be SvustTainep, IN 
AsseNce oF SHow1nG Decerr orn MIsREPRESEN TATION. 

Injunction granted to Buffalo Typewriter Exchange, Inc., enjoin- 
ing appellee, from conducting similar business on same street under 
name of American Typewriter Exchange, could not be sustained in ab- 
sence of any showing of attempt to deceive or confuse the public or 
resort to any fraud or misrepresentation. 


In equity. Suit to restrain alleged unfair competition. From 
judgment of Appellate Division affirming, one judge dissenting, 
judgment of Special Term for plaintiff, defendants appeal. Re- 
versed, and complaint dismissed. 
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William J. Bullion, of Buffalo, N. Y., for appellants. 
Harry D. Sanders, of Buffalo, N. Y., for respondent. 


McLaveuuin, J.: This action was brought to restrain de- 
fendants from using the name American Typewriter Exchange or 
American Typewriter Exchange, Inc. Plaintiff had a judgment for 
the relief prayed for in the complaint, and on appeal the same was 
affirmed by the Appellate Division, one of the justices dissenting, 
and defendants appeal to this court. 

The Buffalo Typewriter Exchange, Inc., was incorporated 
March 30, 1904, with a capital stock of $10,000, divided into shares 
of $10 each. It was incorporated for the purpose of dealing in new 
and secondhand typewriters, supplies, and renting and repairing 
machines. Some time between the incorporation and the commence- 
ment of the action, it was doing business at 118-120 Franklin Street 
in the city of Buffalo. About June 1, 1917, the defendant McGarl 
became the owner of 44914 shares of the capital stock of the cor- 
poration, and one Charles Aldinger became the owner of an equal 
number, and the remaining shares, according to the findings, were 
owned by one McCall. After the stock had been thus acquired, 
Aldinger was elected president and treasurer of the corporation, and 
McGarl its vice-president and secretary, and they, with McCall, 
were elected directors. The business was quite prosperous, but in 
the early part of 1921 a disagreement arose between the stockhold- 
ers, with the result that on October 6, 1921, McGarl was removed 
from his office and his salary discontinued. A few days later he 
sold all of his stock to one Spencer and thereby completely severed 
his connection with the corporation. 

Shortly thereafter he commenced, at the corner of Niagara and 
Eagle Streets in the city of Buffalo, doing a business similar to that 
of the plaintiff under the name of American Typewriter Exchange. 
The plaintiff objected to his using that name, and he, with one 
Swartz and Bullion, shortly after such objection was made, incor- 
porated the defendant American Typewriter Exchange, Inc., and 
continued to do a business of the same kind, at the same place, until 
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shortly before the commencement of the action, when they removed 
their place of business to 182 Franklin Street in that city. 

Prior to the incorporation of the defendant American Type- 
writer Exchange, Inc., Bullion had for some time acted as attorney 
for the plaintiff, and Swartz for upwards of four years had acted as 
its bookkeeper. After the American Typewriter Exchange had been 
incorporated, it engaged the services of one Wood as salesman and 
outside repair man. He had previously occupied a similar position 
for some time with the plaintiff. 

Upon these facts, together with an assertion that the stationery 
used by the American Typewriter Exchange, Inc., was similar to 
that used by the plaintiff—which assertion was not sustained by any 
evidence—the plaintiff instituted this action, with the result as 
above stated. The basis of the action is that the defendants have 
appropriated and are using a name and stationery calculated to con- 
fuse and deceive the public to the plaintiff's damage. There is no 
finding, nor is there any satisfactory proof, that the defendants, by 
the adoption of the name American Typewriter Exchange, or Ameri- 
can Typewriter Exchange, Inc., or the use of the stationery, de- 
ceived or misled any one. There is no finding, nor is there any 
proof which would sustain one if made, that the defendant ever mis- 
represented to its customers that they were dealing with the plain- 
tiff. It would be difficult indeed to find a case of alleged unfair 
trade competition where the record is as barren of any evidence of 
fraud, false representation, or unfairness, as the one now under 
consideration. The most that can be said is that McGarl, after he 
sold his stock, engaged in a similar business, which he had a perfect 
right to do so long as he did not resort to any artifice, fraud, or mis- 
representation that the business he was carrying on was that of the 
plaintiff's. He had a right subsequently to associate with him 
Bullion and Swartz in forming a corporation to carry on such busi- 
ness, and the fact that they had had previous relations with the 
plaintiff constituted no legal objection thereto. 

No one of reasonable intelligence could confuse 118-120 
Franklin Street with 182 Franklin Street. No effort was made to 
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show that any one had been confused as to the two corporations or 
had believed that the defendant corporation was the plaintiff. 

In defendant’s efforts to obtain and do business, it took pains 
to indicate not only upon its stationery, but in instructions given to 
Wood, that the two corporations were separate and independent. 
Would-be customers were so advised. The two corporations have 
different names, though the words “typewriter exchange” are used 
by both. These words are commonly used to indicate the nature of 
the business and would not warrant a court of equity in assuming, 
as matter of law, that they have or were calculated to deceive the 
public, or that any confusion with reference to the identity of the 
two corporations exists to the prejudice of the plaintiff. It must be 
assumed that the public will use reasonable intelligence and discrim- 
ination with reference to the names of corporations with which 
they are dealing, or intend to deal, the same as with individuals hav- 
ing the same or similar names. Hygeia Water Ice Co. v. New York 
Hygeia Ice Co., 140 N. Y. 94, 35 N. E. 417; Romeike, Inc. v. Albert 
Romeike § Co., Inc., 179 App. Div. 712, 167 N. Y. S. 235; aff'd, 
227 N. Y. 561, 124 N. E. 898 [7 T. M. Rep. 618]. 

Having reached the conclusion, there is no finding or evidence 
in the record of any dishonest use by defendants of the name Amer- 
ican Typewriter Exchange, or American Typewriter Exchange, Inc., 
or any resort to artifice or deceit to mislead the public, or to cause 
confusion as to the identity of the respective business of the plaintiff 
and defendants, it follows this judgment is wrong, and, therefore, 
should be reversed and the complaint dismissed, with costs in all 
courts. 


Hiscock, C. J., and Carpozo, Pounp, Crane, ANDREws, and 
Leuman, JJ., concur. 


Judgment reversed, etc. 





SALAMY V. SORGEUS ET AL. 


Satamy v. SORGEUS ET AL. 
[210 N. Y. Supp. 246] 


New York Supreme Court, Appellate Division, First Department 
June 5, 1925 


Trape-Marks anp Trape-Names—Unrair Competition—Use or NAME 
“Eeuiry Gown SuHor” 1x Same Brock as Puiarntirr’s “Equity 
Srecratty SHor” Herp Parma Facre Unram Competition. 

As the word “Equity” has no general significance in the clothing 
trade, the establishment of the defendant’s ladies’ apparel shop under the 
registered name “Equity Gown Shop” in same block as plaintiff's simi- 
lar business, under the name “Equity Specialty Shop,” with another 
store of very narrow width between, held to make out prima facie case 
of unfair competition, in view of evidence of confusion in delivering 
mail and other matter, entitling plaintiff to injunction pendente lite. 


Action for unfair competition. From an order denying his 
motion for a temporary injunction to restrain defendants from us- 
ing the name “Equity Gown Shop,” plaintiff appeals. Order re- 
versed, and motion for injunction granted, enjoining defendants 
from use of the name “Equity” in connection with their business, 
pending trial of this action. 


Before Crarxe, P. J., and Downe, Merreti, Fincn, and 


McAvoy, JJ. 


Ferris, Shepard, Joyce §& McCoy, of New York Ciity (Woolsey 
A. Shepard, of New York City, of counsel), for appellant. 
Abraham J. Halprin, of New York City, for respondent. 


McAvoy, J.: An order was made at Special Term denying 
the motion of plaintiff for an injunction pending the trial in a suit 
brought to restrain the defendants from using the name “Equity 
Gown Shop” within a radius of ten blocks from the place of business 
of plaintiff and from using any name or style similar to the trade- 
name of the plaintiff. The business of plaintiff is selling ladies’ 
hosiery, underwear, gowns, and similar ladies’ apparel. 

The plaintiff has been engaged in this business since October, 
1922, at 201 West Forty-Seventh Street, and carries on the business 
under the registered trade-name of “Equity Specialty Shop.” On 
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the 28th of February, 1925, the defendants formed a partnership 
and opened a shop at 203 West Forty-Seventh Street and conducted 
the business under the registered name of “Equity Gown Shop.” 

It is claimed that the similarity of the two names in a line of 
business of like character carried on by each of the parties tends 
toward a likelihood of confusion in the minds of prospective cus- 
tomers and others dealing with these parties. 

Besides the similarity of the two names, the locality of the two 
premises makes the confusion almost certain. Both stores are lo- 
cated on the north side of West Forty-Seventh Street in the short 
block between Seventh Avenue and Broadway. There are four 
stores on the entire block, one of which is the plaintiff’s. To the 
west is a small store of very narrow width, and then comes the 
store of the defendants. While there are four stores, there are only 
three numbered premises. The photographs submitted indicate a 
situation in which the defendants’ shop is so close to that of the 
plaintiff's, that any one walking by might easily consider them as 
one establishment. The defendants also carry on their show win- 
dow “Equity” written out twice in script. The physical appearance, 
therefore, of the defendants’ shop is apparently designed to create 
confusion in the minds of buyers who intend to purchase articles of 
wearing apparel from the plaintiff, but whose acquaintance with the 
shop is derived from others through its name, and who have no 
means of identifying the one shop from the other. Plaintiff has 
carried on the business in which he is engaged for three years and 
has built up a trade and secured customers from all sections of the 
city and from places out of town. While there are some articles of 
apparel which the plaintiff carries and which defendants have not 
yet undertaken to sell, both parties sell women’s gowns, and their 
grade is likely to conflict in respect of these articles. Besides, 
letters and other matter mailed through the post office have been de- 
livered to the plaintiff’s shop when intended for the other shop, and 
goods intended for the plaintiff’s shop have been delivered to the 
defendants’ shop. Much of the mail matter includes what is known 
as mail order business, and plaintiff receives from time to time 
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money orders payable to Equity Shop, West Forty-Seventh Street, 
with no street number. To continue thus to trade with like names 
is sure, not only to cause confusion, but to bring about a loss of 
patronage in this matter through the defendants—even though in- 
advertently—filling orders not intended for them. Nor is there any 
sufficient reason why the defendants should appropriate without the 
plaintiff's consent the term “Equity” as a designation for their busi- 
ness. It has no general significance in the trade which would make 
its adoption advantageous to establishments engaged in this line of 
business. There seems to be no other reason for adopting this name 
and locating beside plaintiff’s store than to obtain the benefit and 
advantage which the reputation and good-will established by plain- 
tiff would insure from the beginning because of the similarity of 
names. 

The nearness of location, the similarity in type of business, 
and the proof that confusion has already arisen, make out a prima 


facie case establishing unfair competition on the part of the defend- 
ants. 


The motion should have been granted, and the unfair proceed- 
ing should be restrained. 

The order appealed from should therefore be reversed, with 
$10 costs and disbursements, and the motion for an injunction 
granted enjoining the defendants from the use of the name of 


“Equity” in connection with their business pending the trial of this 
action. 


Settle order on notice. 


CrarkeE, P. J., and Dowx1ne and Fincn, JJ., concur. Mer- 
RELL, J., dissents. 
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Gortuam S11k Hosiery Co., Inc. v. REINGOLD ET AL. 
[210 N. Y. Supp. 38] 


New York Supreme Court, Appellate Division 
May 15, 1925 


Trapve-Marks anp Trape-Names—Unram Competition—“GotHam Gop 

Sraire” Imrratep By “Gotp Mark,” WHEN Cotors AND STRIPES 

Were Srmiar. 

Plaintiff's boxes of hosiery, sold under trade-marks or trade-names 
“Gotham Gold Stripe” and “Gold Stripe,” held obviously imitated by 
defendant’s label having similar colors and stripes sold under name 
“Gold Mark.” 

Trape-Marxs anp Trape-Names—Unram Competition—Test or INFRINGE- 

MENT. 

It is no test of infringement that purchasing public can point out 
dissimilarity between plaintiff's and defendants’ labels or symbols, when 
placed side by side, but the test is whether the similarity is such that 
it would mislead ordinary observer or purchaser. 


“Action for unfair competition. From an order denying plaintiff's 
motion for an order to enjoin and restrain the defendants, during the 
pendency of the action, from using in connection with the manufacture or 
sale of hosiery not made by the plaintiff the trade-mark or trade-name 
‘Gold Mark,’ either alone or in combination similar to the plaintiff’s trade- 
mark; from manufacturing, selling, using, or advertising hosiery not man- 
ufactured by the plaintiff under and in connection with any trade-mark, 
trade-name, label, style of package, or box similar in appearance to the 
plaintiff's trade-names and trade-marks, ‘Gotham Gold Stripe’ and ‘Gold 
Stripe,’ used by the plaintiff in connection with the manufacture and sale 
of its ‘Gotham Gold Stripe’ hosiery, from manufacturing, selling, or using 
any labels, styles, or dress of package or box similar or imitating any of the 
plaintiff's ‘Gotham Gold Stripe’ labels, style, or dress of package; from 
using in connection with the manufacture and sale of hosiery not made by 
the plaintiff any trade-mark, trade-name, label, style of dress, or package 
or box sufficiently similar in appearance to plaintiff's Exhibit A, so as to 
enable the hosiery of the defendants to be sold as and for the hosiery of 
plaintiff, or so as to deceive the public or induce the belief that the hosiery 
of the defendants is that of the plaintiff; and from using in connection with 
the manufacture and sale of hosiery not made by the plaintiff the trade- 
mark, trade-name, label, and style or dress of package which is plaintiff’s 
Exhibit B—plaintiff appeals. Reversed, and motion granted to extent 
indicated in opinion.” 


Before Crarxe, P. J., and Dowtine, McAvoy, Martin, and 
Burr, JJ. 


Spiro, Abrams & Felstiner (Frank C. Laughlin, of counsel, 
and William Felstiner, all of New York City, on the brief), 
for appellant. 
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Newmark § Miller (Henry S. Miller, of counsel, and Robert 
S. Allyn, both of New York City, on the brief), for re- 
spondents. 


Burr, J.: The conclusion that defendants intended and now 
intend unfairly to compete with the plaintiff is irresistible, in view 
of the box adopted by them the first of this year. Descriptively 
this box is essentially the same as the one that has been used by the 
plaintiff for the past four years. It is true that one can take these 
two boxes and point out differences in detail, but it is only in de- 
tail that the differences lie. The very differences, however, are 
earmarked with intent to deceive, as, for example: The vertical 
stripe of defendants’ box is of the same color, blend, and width, and 
in the exact position, as the diagonal stripe on plaintiff's box; the 
gold field of the cover of the plaintiff’s box is relieved by a black 
oblong with gold letters above, and white ovals with black letters 
below; defendants’ box correspondingly has a black circle with gold 
letters above and a white oblong with black letters below. 

The defendants, in opposition to plaintiff's motion, have pre- 
sented numerous affidavits of persons engaged in the sale of hosiery, 
either as wholesalers, retailers, or salesladies, in which the several 
deponents state that in their opinion the label of the defendants’ 
box is so dissimilar to plaintiff’s box that it could not deceive pur- 
chasers. It is not claimed that the purchasing public could not 
likewise take the two boxes side by side and point out the details 
wherein the labels are dissimilar. Obviously, that is not the test 
of whether a box label or other symbol used by one tradesman is an 
infringement upon that of another and whether it will cause con- 
fusion among purchasers. The test is whether or not, as has been 
enunciated in numerous cases, the similarity is such that it would 
mislead the ordinary observer or purchaser. 

We think the plaintiff has made out a prima facie case of un- 
fair competition in respect to the use by defendants of their imita- 
tive boxes, and, adapting the language used by this court in Seeman 
et al. v. Zechnowitz, 136 App. Div. 937, 121 N. Y. S. 125, to the 
facts here presented, it may be said: It is quite true, as the re- 
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spondents contend, that an injunction pendente lite will not 
usually be granted in an action of this character, unless the 
right thereto is made to appear quite clearly. As to the right to 
enjoin defendants’ use of the name “Gold Mark,” disassociated from 
the boxes which defendants have recently adopted we are unwilling 
to decide upon the papers now before us. That question may well 
wait until the trial of the action. As to the boxes, however, we 
entertain no doubt at all. They are an obvious, palpable imitation 
of plaintiff's boxes, unquestionably adopted with a view to deceiving 
purchasers and appropriating plaintiff's trade. 

The order appealed from is therefore reversed, with $10 costs 
and disbursements, and the motion for an injunction granted to the 
extent of forbidding the use of the boxes now in use by defendants 
or of any other boxes simulating the boxes in use by plaintiff, leav- 
ing all other questions to be determined at the trial. 

Settle order on notice providing for the giving of security. All 
concur. 


GOLDBERG ET AL. Vv. GOLDBERG ET AL. 
[126 S. E. 823] 


Supreme Court of Georgia 
February 18, 1925 


Trave-Marxs anp Trape-Names—Unrar ComPeTITION—P.uaintirrs HEtp 
to Have Excuiusive Rigut to Use Name “GoupsBere’s” 1n Busrness 
in ATLANTA. 

Under the pleadings and evidence in the case, the court did not err 
in granting the interlocutory injunction. 


Judgment for plaintiffs, and defendants bring error. Affirmed. 


“Samuel Goldberg and Frank Goldberg brought their petition against 
Abraham Goldberg, Hyman Goldberg, and Samuel Dolinsky, praying that 
these defendants be enjoined from continuing to use the name ‘Goldberg’s,’ 
as shown in a certain sign appearing as an exhibit to their petition, 
and upon delivery boxes, bags, and stationery, or any other form of ad- 
vertising. There was no prayer for either accounting or damages, nor was 
any specific sum of damages alleged; and upon hearing the defendants 
were enjoined as prayed. 
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“The petition alleged that the plaintiffs had been, ever since 1915, con- 
ducting a business in the city of Augusta at 1054 Broad street, consisting 
of ladies’ ready-to-wear, under the name and style of ‘Goldberg’s,’ which 
they used in all of their business, which was extensive in the states of 
Georgia and South Carolina, and which, by reason of efficiency and in- 
tegrity in its conduct and by wide, constant, and expensive advertising, 
was of great commercial value; that the defendants recently opened a busi- 
ness similar to that of petitioners, and located at 1138 Broad street; that 
the defendants had adopted the trade-name and sign ‘Goldberg’s,’ similar in 
name and design to that of petitioners; that the characteristics of the two 
signs are illustrated in exhibits attached to the petition; that the use of 
the name ‘Goldberg’s’ by the defendants deceives and misleads the public, 
and is calculated to injure the business of petitioners, and to enable de- 
fendants to sell their goods on the reputation of the goods of petitioners; 
that the name ‘Goldberg’s, used by the defendants, did not represent the 
name of all the partners inasmuch as the name ‘Dolinsky,’ who was one of 
the partners, was omitted, and that of the two Goldbergs only was employed 
in their sign; that the similarity in the script of the sign and of the scroll 
underneath the name ‘Goldberg’s’ thereon, in which scroll the defendants 
wrote the words ‘Department Store, was adopted by the defendants in 
imitation of the sign used many years by petitioners, with the intent to 
deceive the public; that the acts of the defendants in using the name ‘Gold- 
berg’s’ was such a colorable imitation of the name used by petitioners that 
the general public in the exercise of reasonable care might believe, and in 
many instances have believed, that they were dealing with petitioners, when 
in point of fact they were dealing with defendants; that these acts of the 
defendants in the use of said name ‘Goldberg’s’ are an infringement of 
petitioners’ right to use said name; that it was done with an intent to make 
an impression upon the general public that petitioners and defendants were 
one and the same, with the intent to mislead and deceive the public; that 
this similarity of names had caused confusion in the mails; that letters 
intended for defendants had been delivered by the post office authorities to 
petitioners; that the public at large is liable to be, and is, deceived by the 
similarity of the names; that patrons of petitioners had gone to defendants’ 
store thinking it was a part of the business conducted by the petitioners, 
by reason of which much injury had been done petitioners; that the conduct 
of business by the defendant under the name ‘Goldberg’s, on the block 
of Broad street next to the block in which petitioners conduct their business 
had caused irreparable damage, and no adequate remedy is afforded peti- 
tioners in a suit at law; and that, wherever or however used by defendants, 
its use is calculated to, and does, mislead and deceive the public. 

“To this petition the defendants filed their sworn answer, in which 
they set forth that the real name of the petitioners was not Goldberg but 
Lifschitz; that petitioners were Russian citizens and subjects who had 
never been naturalized, and who changed their name without the authority 
of law and adopted that of Goldberg, which was the true surname of two of 
the defendants, and which they had used and were using in their partner- 
ship with Samuel Dolinsky; that they established their business about three 
years ago in Augusta, and were conducting there on the principal business 
street a department store, in which much the greater part of their business 
consisted in miscellaneous merchandise such as is usually carried in de- 
partment stores; that one department of their business consisted in the line 
of goods generally known as ladies’ ready-to-wear; that the goods sold by 
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petitioners and themselves were such goods only as are purchased in the 
open markets of the country, and are without any particular mark or brand 
or exclusive proprietary right; that none of the goods dealt in by either 
themselves or petitioners were manufactured or in any way wrought upon 
by either, but they were offered for sale as bought in the open markets on 
their merits, and the appeal they made to the taste or pockets of customers. 

“They further set forth by exhibits photographic reproductions of the 
signs actually employed by them, and from these they insist it appears that 
the script of their sign ‘Goldberg’s’ was different from the script of the 
sign ‘Goldberg’s’ employed by petitioners; that the scroll underneath the 
word ‘Goldberg’s’ in their sign conspicuously bore the legend ‘Department 
Store, and underneath that the further sign ‘Peter’s Shoes’; that these signs 
were attached to the wall over the front door of their store and projected 
out over the door and the sidewalk; that another sign immediately over 
the front door of their store and flat against the wall bore the name ‘Gold- 
berg’s,’ and in addition, at either end of the sign, was the street number 
of their place of business, and surrounding this in conspicuous letters were 
the words ‘Men’s Ready-to-Wear, and on the other end of the latter sign 
and surrounding the number of the store ‘Ladies’ Ready-to-Wear.’ 

“They further described their place of business as near the center of 
the block and having no exposure to the street or sidewalk, except the two 
display windows on either side of the front door, which windows were in 
line with the front wall of the building; and, on the contrary, they alleged 
that petitioner’s store was a corner store, on the corner of Broad and Kol- 
lock Streets, with its entire front on Broad Street, composed of show win- 
dows, and a considerable space on Kollock Street with glass fronts, making 
a continuation of display on that street; that Kollock Street separated the 
block in which petitioners did business from the block in which defendants 
conducted their business; that, in addition to these alleged conspicuous 
physical distinctions between both location and appearance of their res- 
pective places of business, the petitioners had suspended perpendicularly 
and in front of their store, and directly above the sign depicted in one of 
the exhibits attached to their petition, a large and conspicuous electric sign 
about 10 feet in height, set with opaque vitreous letters spelling the name 
‘Goldberg’s’ from the top, these letters being large and raised above the 
surface of the sign, and plainly exhibiting by day, by reason of the color 
and material of which the letters are composed, the name ‘Goldberg’s’ on 
both sides of said sign, and by night exhibiting the name by electric illu- 
mination of the same letters equally visible on both sides of the sign; that 
the bottom of this perpendicular diurnal and nocturnal sign was the large 
expanded base bearing the legend ‘Ladies’ Outfitters,’ so that, contrasted 
one with the other, the respective signs of the parties bore conspicuously 
obvious designations of different places of business, and different characters 
of business. 

“Defendants denied that the sign used by them was adopted and used 
with fraudulent intent to deceive and mislead the public into the belief 
that their place of business was that of petitioners, or that it was their 
purpose to sell their goods as those of petitioners, or that the use of their 
own name was an infringement of any right of the petitioners to the use 
of said name, or that they had practiced any fraud upon customers with 
respect to the identity of their store, or business, or , 

“The plaintiffs introduced testimony, and the defendants rested on their 
sworn answer and the photographic reproduction of their own and plaintiffs’ 
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signs which appear in the record. After the hearing the court passed the 
following order: 

“Upon consideration of the law and undisputed testimony, it appears 
that the plaintiffs are entitled to the relief sought. Ordered that defendants 
be and are hereby temporarily restrained from using in any manner in the 
course of business the trade-name ‘Goldberg’s’ within the limits of the city 
of Augusta.” 


To this judgment the defendants excepted. 


Saml. H. Myers and Callaway §& Howard, all of Augusta, Ga. 
for plaintiffs in error. 

C. Henry & R. S. Cohen and Henry C. Hammond, all of Au- 
gusta, Ga., for defendants in error. 


Beck, P. J. (after stating the facts as above). Under the evi- 
dence in this case and the deductions which the trial judge was au- 
thorized to draw from it, the judgment of the court below must be 
afirmed. It is unnecessary to discuss here the principles underly- 
ing this decision. In cases cited below the questions involved have 
been discussed in decisions by this court and other courts of this 
country. A full discussion of one of the main questions underlying 
the case will be found in the decision in the case of Saunders Sys- 
tem v. Drive It Yourself Co., 158 Ga. 1, 123 S. E. 1382 [14 T. M. 
Rep. 318], where the writer of the opinion, Mr. Justice Hines, fully 
discussed the questions presented by the record in that case. That 
decision and the authorities there cited render a discussion of the 
law involved in this case unnecessary. But, in addition to that case, 
special reference may also be made to 38 Cyc. 769-773, 807 et seq., 
813, and the cases referred to in support of the text. See, also, the 
following: Howe Scale Co. v. Wyckoff, 198 U. S. 118, 25 S. Ct. 609, 
49 L. Ed. 972; Reddaway v. Banham, A. C. 199, 65 L. J. Q. B. 381; 
Godillot v. Am. Groc. Co. (C. C.) 71 F. 873 (4); Whitley Groc. Co. 
v. McCaw Mfg. Co., 105 Ga. 839 (1), 32 S. E. 113; Bates Number- 
ing Mach. Co. v. Bates Mfg. Co., 178 F. 681, 102 C. C. A. 181; Van 
Houten v. Hooten Cocoa (C. C.) 130 F. 600; Bissell Chilled Plow 
Works v. Bissell Plow Co. (C. C.) 121 F. 366; Samuels v. Spitzer, 
177 Mass. 226, 58 N. E. 693; Singer Sewing Machine Co. v. June 
Mfg. Co., 168 U. S. 169, 16 S. Ct. 1002, 41 L. Ed. 118. 
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Judgment affirmed. 


All the Justices concur, except Russet, C. J., and Hit, J., 
dissenting. 


Russeii, C. J. (dissenting): I am unable to concur in the 
conclusion reached by my associates in this case. I think the ruling 
and judgment in the case at bar are controlled by the decision of the 
court in Carter v. Carter Electric Co., 156 Ga. 297, 119 S. E. 737 
[14 T. M. Rep. 19], for that was a case dealing with the use of 
one’s own name; whereas the case of Saunders System v. Drive It 
Yourself Co., 158 Ga. 1, 123 S. E. 182 [14 T. M. Rep. 318] has 
no reference to, and does not attempt to deal with, the question of 
one’s use of his own name. This is recognized, because it is pointed 
out in the opinion that there was a distinction between the doctrine 
of the authorities cited as to the use of a trade-name not involving 
the use of one’s own name and cases in which the use of one’s own 
name is involved. Judge Hines, delivering the opinion of the court, 
very properly ruled that “there is nothing to the contrary in Carter 
v. Carter Electric Co., supra, in which the use of one’s own name 
was involved.” In the other case cited, the trial judge’s action in 
enjoining the defendants from using the words “Drive It Yourself,” 
and the oval trade-mark design employed by them on their letter 
heads, advertisements, stationery, and signs on their place of busi- 
ness, or as a part of their name was, as I think, properly affirmed; 
and his action in restricting the injunction so as to include only the 
uses just set forth was, I think, very properly reversed. As said in 
the opinion: 

“If the defendants were wrongfully using the trade-name of the plain- 
tiff they should be enjoined from its use in toto, and not only partially. 
They certainly should not be permitted to place its trade-name over the 
front of their building, whether in or out of the oval referred to. The 
defendants should have been enjoined from using the trade-name of the 
plaintiff in all ways.” 

The Drive It Yourself Case expressly excludes such a case as 
that now sub judice, not only by its reference to the Carter Case 
supra, in which it was distinctly held that every man has the right 
to use his own name for any honest purpose, and that the surname 
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of another is not subject to exclusive appropriation by any one, al- 
though he may have the same surname. The Drive It Yourslf Case 
was one where both parties were trying to use those three words as 
a means of promoting their business; and the question dealt with in 
the case, and upon which the decision turned, was whether words 
were merely descriptive of the kind and character of the business, 
and therefore could not be exclusively appropriated, or whether 
such a secondary meaning had attached to the words “Drive It Your- 
self” in behalf of the Company first using that name in the city of 
Atlanta in the particular business in which it was engaged, as that 
by such use the defendant brought its business into unfair com- 
petition with the prior user of the term “Drive It Yourself.” 

To show that this court in passing upon the question recognized 
that it was dealing only with a case in which unfair competition 
appeared from the use of words which were entirely disconnected 
from the use of one’s own name, Judge Hines, after pointing out 
that geographical names are not subject to exclusive appropriation 
as trade-names (Rome Machinery Co. v. Davis Mach. Works, 135 
Ga. 17, 68 S. E. 800), proceeded to say: 


“Whether the name, ‘Drive It Yourself,’ is composed of mere descrip- 
tive words, and for this reason is incapable of exclusive appropriation, we 
need not decide in the present case. While generic names, geographical 
names, and names composed of words which are merely descriptive are in- 
capable of exclusive appropriation, words or names which have a primary 
meaning of their own, such as words descriptive of the goods, service, or 
place where they are made, or the name of the maker, may nevertheless, by 
long use in connection with the business of the particular trade, come to be 
understood by the public as designating the goods, service, or business of a 
particular trader. This is what is known as the doctrine of secondary 
meaning; and is the origin of the law of unfair competition, as distinguished 
from technical trade-marks or trade-names.” 


It will be observed that in this ruling no reference whatever is 
made to any case involving the use by one of the surname of another; 
and the doctrine of secondary meaning was applied to the specific 
service of business then under consideration, that is, the hiring of 
automobiles to persons to drive for themselves. That case turned 
upon the principle just stated, following a prior ruling in the first 
division of the opinion that “the court below properly enjoined the 
defendant from using the corporate or trade-name of the plaintiff, 
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if either were capable of exclusive appropriation by the plaintiff.” 
In that case there was no question of using the individual surname 
of any one. Both parties to that cause were corporations. 

In the case at bar the only question is whether there can be 
an exclusive appropriation of the name Goldberg by either one of 
the two sets of Goldbergs, each of whom claim that to be their 
name. In the Carter Case we held that there could not be an ex- 
clusive appropriation of the name Carter as against the use by an- 
other Carter of his name in any legitimate way, although the sec- 
ond Carter proposed to carry on identically the same business under 
his name as that in which the other Carter was already engaged. 
We held, of course, that any dishonest or fraudulent practice on the 
part of the second Carter, by which he should attempt to palm off 
goods made by his corporation as the goods of the former Carter 
corporation, would be illegal, and subject to injunction; but that 
(unlike the use of a mere descriptive name or a name to which a 
secondary meaning had attached) a common surname could not in 
first instance be appropriated exclusively by either one of two or 
more persons entitled to the same surname. An examination of the 
photographs in the record in this case convinces me that no man of 
ordinary intelligence could mistake the place of business of the two 
Goldbergs at 1138 Broad Street, Augusta, Ga., with that of the 
two Goldbergs on the corner of the street at No. 1054 Broad Street. 
Except that the Goldbergs at 1138 carry as a part of their stock 
some ladies’ ready-to-wear, their stock of goods is entirely different 
from that of the Goldbergs of 1054 Broad Street, who are solely 
ladies’ outfitters—a term which implies that they cater only to 
ladies’ trade, and are prepared to furnish an entire outfit for a lady 
from the shoes on her feet to the hat on her head. 

On the other hand, the sign over the Goldbergs at 1138 Broad 
Street reads, “Department store,” the sign over the street carries 
the same legend, and their stock of goods is of every variety of 
merchandise for men as well as women, and for boys as well as for 
girls. This case, unlike the general case of unfair competition, 
does not relate to a single article made by either party, where one 
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of the parties may deceive the public by inducing the belief that 
he is selling the goods of another which are in fact better than those 
which he himself makes; for, according to the uncontradicted testi- 
mony, the goods sold by both sets of the Goldbergs are in general 
use and can be purchased by any merchant or others from number- 
less dealers. 

In this case while for myself, following the rule so fully sup- 
ported in the Carter Case, I shall adhere to the doctrine that there 
can be no competition as between two persons holding the same 
name, so as to allow either the exclusive use of the common name as 
against the other, still, if the use of the name Goldberg for purpose 
of carrying on a dry goods business in the city of Augusta must be 
awarded exclusively, I am constrained upon principle to differ from 
my colleagues as to the Goldbergs to whom this preference should 
be given. I agree that any man may change his name. I agree that 
this may be done even without pursuing the proceeding in the man- 
ner provided in our code of laws. But any man may justly feel an 
honorable pride in the name his father bore, and which had been 
handed down in the generations from sire to son. This justifiable 
feeling makes the old family name a priceless birthright, the value 
of which increases as the years go by. Goldberg may not be a great 
name as names go. I have never investigated books of heraldy with 
reference to the family of Goldberg. But the Goldbergs of 1138 
Broad Street were born to a Goldberg; they were born Goldbergs. 
The name of Goldberg was theirs by inheritance. It is theirs 
whether the heritage is one of honor or of shame. Under the law 
they are entitled to the use of their own name. 

The Goldbergs of 1054 Broad Street, according to their own 
admission, have taken the name of Goldberg as a matter of con- 
venience. As I have said, this they have a right to do; but certainly 
they can have no family pride or business reputation honestly flow- 
ing to them from the Goldbergs of the past, because they must make 
the Goldbergs of the future to carry on their initial work. It may 
be, as explained by one of the witnesses, that the change from Lif- 
schitz to the name of Goldberg justified the abandonment by the 
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plaintiffs of their ancestral patronymic, upon the ground that “the 
name of Lifschitz is a misfit in the English language,” but I can- 
not, for this reason only, follow my brethren in conferring upon 
Jacob the birthright of Esau. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for sole leather, the words “Remly Oak,” 
in view of the prior registration of the word “Remlu” as a trade- 
mark for the same goods. 

The ground of the decision is that, while applicant’s mark 
might not be deceptively similar to the registered mark if the entire 
notation were fanciful, the word “Oak” is descriptive as applied to 
sole leather and the word “Remly” is so like “Remlu” that their 
contemporaneous use as trade-marks for the same goods would be 
likely to cause confusion. 

In his decision, after stating that the marks would not be de- 
ceptively similar if applicant’s entire notation were fanciful, the 
First Assistant Commissioner said: 

“The word ‘Oak,’ however, being descriptive of the goods and being a 
word long used in connection with goods of this character, the public would 
hardly bear in mind this descriptive portion of the mark but would rely to 
a considerable extent, it seems to me, upon the first part of the mark 
‘Remly,’ and this is so nearly like ‘Remlw’ that confusion in trade would 


be likely. It seems, at least, that there is doubt in the matter and that, fol- 
lowing the usual rule, this doubt should be waived against the newcomer.” * 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
use the words “High Life” as a trade-mark for wheat flour, in view 
of the prior registration of the word “Hi-Lite” as a trade-mark for 
the same class of goods. 

The ground of the decision is that “Hi” and “High” are in ef- 


?Ex parte Rose Jasper, 146 M. D., July 21, 1925. 
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fect the same words and that “Lite” and “Life” are so similar in 
sound and appearance that the two marks, if contemporaneously 
used, would be likely to cause confusion in the mind of the public 
and deceive purchasers. 

In his decision, after referring to applicant’s argument that the 
dress of the goods is different in the two cases, that one of the par- 
ties is largely engaged in export trade and the other in domestic 
trade, that the registered mark includes the picture of a large-sized 
eagle, with the representation of a rising sun back of it, and that a 
number of two-word marks have been registered in which one of the 
words is “High,” the First Assistant Commissioner said: 


“None of these considerations are persuasive of appellant’s right to 
registration. It has taken the distinctive portion from the Sprague regis- 
tered mark ‘Hi-Lite,’ and has changed it merely in the spelling of the first 
part without change of sound or meaning, and has substituted an ‘F’ for a 


*T’ in the second part.” 
* * ” * * * * 


“The first portion means ‘high’ whether spelled that way or whether 
spelled as in the Sprague registration. Lite and Life are not similar in 
significance but in general appearance and sound. They are similar enough 
to be confused by a not over careful purchaser.” ? 


Descriptive Term 


Kinnan, F. A. C.: Held that John R. Edmiston was not en- 
titled to register under the ten year clause of the Act of February 
20, 1905, the words “Salt Water Taffy,” as a trade-mark for candy, 
since this mark had been used by James Brothers and by other 
parties, during that period as a descriptive term as applied to 
candy. 

In respect to the contention that the testimony as to use by 
third parties could not be considered, the First Assistant Commis- 
sioner, after pointing out that the testimony of the petitioner in this 
case fairly established that it had used the notation in connection 
with the sale of candy prior to 1905, said: 


“The testimony is overwhelming that other parties used the notation 
upon taffy during the period of ten years immediately preceding February 
20, 1905. While registrant has contended that the evidence of use by third 
parties cannot be admitted in a proceeding of this kind and cites in support 


* Ex parte Sperry Flour Company, 146 M. D., July 21, 1925. 
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of his contention The Standard Brewery Company of Baltimore City v. In- 
terboro Brewing Company, Inc., 222 O. G., 728; 44 App. D. C., 193 [6 T. M. 
Rep. 139], it must be noted that the instant case is distinguished from that 
adjudicated case in this, that in the latter the third party was shown to 
have an exclusive right to the mark, which right necessarily excluded the 
right of the petitioner. In the instant case, the third parties are not those 
having any exclusive right but merely a right in common with petitioners,’ 
thus bringing the present case within the holding of the court in the case 
of McIlhenny’s Son v. B. F. Trappey & Sons, 299 O. G., 461; 51 App. D. C., 
273 [12 T. M. Rep. 20], cited by the examiner.” 


With respect to the contention of the registrant that his regis- 
tration was good even though he had not had exclusive use during 
the ten year period, the First Assistant Commissioner said: 


“It is believed, however, that the record is sufficient to establish that 
registrant deliberately sought registration, whether upon requirement of the 
office or not, under the ten-year clause of the Act, after having first applied 
for registration under the other conditions of this section of the Act. This 
fact is believed to bring registrant’s case within the doctrine of estoppel 
announced in the case of The Joseph Lay Company v. Indianapolis Brush 
and Broom Manufacturing Co., 190 O. G., 269; 40 App. D. C., 36 [3 T. M. 
Rep. 189]. In that case the court noted that the application, after being 
refused registration by the Patent Office officials, was amended to bring it 
under the ten-year clause. The court held that appellant was estopped to 
urge that the registration was other than under that clause.” 


With respect to the general use of the mark, he said: 


“It is believed the evidence establishes that the notation ‘Salt Water 
Taffy’ was used in a descriptive sense by many traders and dealers in this 
class of goods during the ten years immediately preceding the passage of 
the trade-mark act. Registrant has failed to sustain the burden of proof 
upon him showing the notation was used as a trade-mark or that the pub- 
lic, prior to 1905, interpreted or considered the notation as indicating own- 
ership or origin of the goods. It seems quite well established that the public 
merely considered the notation descriptive of a grade of candy.” * 





Kinnan, F. A. C.: Held that the applicant is not entitled to 
register the words “Real Silk,” written in the so-called Japanese 
style, the element composing each letter being of the kind employed 
in forming Japanese letters. 

The ground of the decision is that the words are merely de- 
scriptive as applied to the goods and that writing the words in the 
manner stated does not render them registrable. 

In his decision, after stating that it was not believed that the 


* James Brothers v. John R. Edmiston, 146 M. D., July 2, 1925. 
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tapering element used in the Japanese style of printing is sufficient- 
ly distinct to rob the words of their ordinary significance and re- 
ferring to certain patents and publications as disclosing type which 
would produce an effect substantially equivalent to that produced 
by the Japanese printing element, the First Assistant Commissioner 
said: 


“Notwithstanding the large expenditure in advertising, stated to have 
been made by appellant, of these words, and the partially successful at- 
tempts to obtain recognition by others engaged in similar trade of appel- 
lant’s claimed rights in regard to these words, I am unable to reach any 
other conclusion than that the words are merely descriptive of the goods, 
printed in a manner not sufficiently distinctive as to rob them of their ob- 
jectionable character or bring them within the permission of the statute.” * 


Kinnan, F. A. C.: Held that the applicant is entitled to reg- 
ister the word “Pep” as a trade-mark for grape juice. 

The ground of his decision is that this mark is not descriptive 
of the goods, it appearing that the examiner had based his decision 
on a holding of the former Assistant Commissioner. 

He further held that if the applicant could establish the date 
alleged in its amended declaration, a rejection based upon a regis- 


tration effected under the Act of March 19, 1920 should be with- 
drawn. 

In his decision, after referring to a holding of a former Assist- 
ant Commissioner that the word Pep had become so well known as 
a slang term for virility and hot spicy flavor as to accent its promi- 
nence in previously used terms, “if not to make it in fact descrip- 
tive of a drink,” and referring to the fact that this mark had been 
registered under the Act of 1905 over twenty times for various 
goods since the decision above referred to, the First Assistant Com- 
missioner said: 


“It is doubtful if the Assistant Commissioner intended his statement 
to lay down a flat rule applicable to all cases of beverages. It is believed 
the holding that the mark is ‘merely descriptive’ of the goods is in error. 
The word is somewhat of the slang order and is suggestive of energy, viril- 


ity, and vigor. The examiner’s holding as to this ground of rejection must 
be overruled.” * 


*Ex parte Real Silk Hosiery Mills, M. D., July 28, 1925. 
*Ex parte Kellogg Toasted Corn Flake Co., M. D., July 28, 1925. 
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Geographical Term 


Fennina, A. C.: Held that the Montevallo Mining Company, 
was not entitled to register the word “Montevallo,” as a trade- 
mark for coal, and that the registration which it has obtained of 
this word should be cancelled. 

The ground of the decision is that the word “Montevallo” is 
merely geographical and descriptive, since it is the recognized name 
of a seam of coal in the Montevallo valley, and the Little Gem 
Coal Company was mining coal from that seam. 

In his decision, after referring to a report of the United 
States Geological Survey and the Alabama Geological Survey, and 
to a letter written to the latter by the President of the Montevallo 
Mining Company, and to the fact that when registration of the 
word “Montevallo” was refused by the examiner, his rejection was 
overcome by the argument that the word was merely the name of 
a small village and had no real geographical significance, the As- 
sistant Commissioner said: 


“The attention of the Office as not directed to the historical impor- 
tance or general reputation of the town, nor to the fact that the valley and 
coal seam were both known as Montevallo. 
aa 





* ~ * * * 


“It appears, therefore, that the valley and the seam of coal took their 
name from the village of Montevallo, that registrant adopted as ‘its trade- 
mark the name of the village which is also the name of the seam from 
which coal is taken. It seems clear, therefore, that the word ‘Montevallo’ is 
geographical and descriptive of the character of the coal and consequently 
such a word as others, extracting coal from the seam, are equally entitled 
to employ and designate and describe their coal. Such a mark is clearly 
inhibited from registration under the Act of 1905 and must consequently be 
cancelled.” 


. 


With reference to the argument that the petitioners for cancel- 
lation had used deceptive advertising and did not “come into court 
with clean hands,” he said: 


“The proofs do not clearly disclose inequitable action on the part of 
the Little Gem Company, but even if they did, they would not be pertinent 
here. The question here is not whether the Little Gem Company has the 
exclusive right to the mark, but whether the Montevallo Mining Company 
has the exclusive right to the mark. Even if the Little Gem Company has 
used unfair methods and practices, I am unable to find that the Montevallo 
Company has exclusive right to the word ‘Montevallo.’ That company cer- 
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tainly cannot exclude the Little Gem Company from the use of that word 
to describe its coal which is mined from the Montevallo seam.” * 


Non-Conflicting Marks 
Kinnan, F. A. C.: Held that the Bradley-Wise Paint Com- 


pany is entitled to register as trade-marks for paints two marks, one 
consisting of the representation of a bucket of paint, open and hav- 
ing a painter in workman’s clothes carrying a paint brush in one 
hand standing therein, the word “Bradley’s” appearing across the 
side of the bucket and the representation of the painter being sur- 
rounded by a ring, the background of which is colored red, and the 
other having the same features as above, with the words “Service in 
Every Can” on the face of the ring, notwithstanding the prior use 
and registration by The Patterson-Sargent Company of a mark 
consisting of a paint can having a lid thereon, with the representa- 
tion of a man in civilian clothes lifting one edge of the lid and look- 
ing into the can, and the slogan “Look Into It” appearing below 
the can and a ring of white with the name of the company printed 
on the face thereof appearing on the side of the can and the letters 
“B P S” on an orange background appearing in the ring. 

The ground of the decision is that the marks are not so similar 
that their contemporaneous use would be likely to cause confusion 
in the mind of the public. 

In his decision the First Assistant Commissioner said: 


“Even after resolving all doubts against the newcomer it is apparent 
the marks are quite dissimilar. It is clear opposer would not be entitled 
to such a broad interpretation of its rights as would preclude others from 
picturing paint buckets or cans and a man. The representation of a civi- 
lian looking into a can with the lid partly raised is not suggestive in any 
way of a painter in workman’s clothes standing in an open paint bucket 
with a cap upon his head and a brush in his hand. While it may be true, 
as contended by appellant, that the careless purchaser would not dis- 
tinguish the red-like background in the applicant’s mark from the orange 
background in opposer’s mark yet it is believed the location of the coloring 
is so dissimilar that the similarity, in respect to the colored background, 
is unimportant. There seems to be no similarity between the three initial 
letters ‘B P S, appearing on opposer’s paint can, and the name ‘Bradley’s,’ 
appearing on the applicant’s can. As I view the two marks alleged to be 


* Little Gem Coal Company and Blake Coal Co. v. Montevallo Mining 
Co., 146 M. D., 494, July 1, 1925. 
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in conflict, they differ both in appearance and significance. Both suggest, 
it is true, a receptacle with paint in it, and, in a different way, that the 
paint is of good quality, but these features are descriptive of the goods 
and cannot be monopolized by anyone.” ’ 


Ropertson, C.: Held that the Pine-O-Sal Chemical Com- 
pany is entitled to register, as a trade-mark for bath salts, the 
notation “Pine-O-Sal,” associated with a scene in which is a pine 
tree, notwithstanding the previous registration by the San-I-Sal 
Laboratories, Inc., of the notation “San-I-Sal,” as a trade-mark for 
the same goods. 

The ground of the decision is that the term “Sal” is in com- 
mon use as indicating salt and the two marks are not otherwise so 
similar that their use would be likely to cause confusion in trade. 

In his decision, after stating that where there was doubt as to 
similarity, it should be resolved against the later comer, that a peti- 
tion for cancellation should not be dismissed on motion unless it is 
clear that no testimony which could be offered would be of assist- 
ance in determining the issue, and that, in determining whether two 
word marks are deceptively similar, there must be taken into con- 
sideration the similarity of appearance, of sound and meaning, the 
Commissioner said: 


“In the present case the marks obviously do not look alike. It is true 
that the notation ‘Pine-O-Sal’ consists of three parts, with the single vowel 
in the middle, but, even if the pictorial part of the mark be ignored, it is 
not thought that anyone would find these marks confusingly similar in ap- 
pearance. 

“They are quite dissimilar in sound, except for the syllable ‘Sal, even 
if they be slurred when pronounced. The term ‘Sal,’ however, is in com- 
mon use as meaning salt.” 

* * * * * * *~ 


“So far as the meaning of the notation is concerned, ‘San-I-Sal, if 
suggestive at all, is suggestive of sanitation or cleanliness, whereas ‘Pine- 
O-Sal’ is suggestive of the aroma of a pine tree, which suggestion is em- 
phasized by association with the representation of a pine tree. 

“It is not seen that testimony could throw any light on the situation, 
unless testimony could be introduced that there had been actual confusion 
in trade, but it is not alleged in the petition for cancellation that any con- 
fusion has occurred.” * 


*The Patterson-Sargent Company v. Bradley-Wise Paint Co. 146 
M. D., July 2, 1925. 

*San-I-Sal Laboratories, Inc. v. Pine-O-Sal Chemical Co., M. D., 
July 21, 1925. 
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Rosertson, C.: Held that D. B. Erminger is entitled to reg- 
ister, as a trade-mark for chocolate-covered raisins and candy, the 
notation “‘Sunblest,” associated with a tropical scene, notwithstand- 
ing the prior use and registration by the Elmer Candy Co., Inc., of 
a trade-mark for candy consisting of the notation “Sun-Maid,” as- 
sociated with a picture of a maiden carrying a tray of fruit. 

The ground of the decision is that the only parts of the marks 
which might be confusingly similar are the words, and that, in view 
of the common use of the word “Sun” in trade-marks, the case was 
controlled by the decision of the Court of Appeals of the District of 
Columbia in the case of Patton Paint Co. v. Sunset Paint Co., 318 
O. G. 668; 290 Fed. Rep. 323; 58 App. D. C. 348 [18 T. M. Rep. 
345], in which “Sun Glo” and “Sun Proof” were held not decep- 
tively similar as applied to paints. 

In his decision the Commissioner said: 

“As the pictorial parts of the two marks are clearly different, the ques- 
tion of similarity arises only with reference to the two notations. 

“The records of this office show that the word ‘Sun’ has been repeatedly 
used in connection with trade-marks for food products of various kinds. 
This case is therefore controlled by the decision of the Court of Appeals 
of the District of Columbia in the case of Patten Paint Co. v. Sunset Paint 


Co., supra.” 
7 * 7 * * + * 


“There certainly is no greater likelihood of confusion by reason of the 
use of the marks ‘Sunblest’ and ‘Sun-Maid’ on candy than there would 
have been in the use of the words ‘Sun-Glo’ and ‘Sun-Proof’ on paint. 

“It is to be noted that there is no evidence of actual confusion in trade, 
although the record shows that the opposer had shipped its product in 
large quantities to Chicago, where applicant is located.” * 


Part of Corporate Name 


Kinnan, F. A. C.: Held that the applicant, located at Bel- 
fast, Ireland, is entitled to register, under the Act of 1920, the word 
“Rotary” as a trade-mark for tobacco, cigars and cigarettes, not- 
withstanding that this word formed a part of the name of a club or 
society, whose date of incorporation was prior to the date of use 
originally alleged by applicant. 

The ground of his decision is that applicant had filed a certifi- 


*Elmer Candy Co., Inc. v. D. B. Erminger, M. D., July 21, 1925. 
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cate showing registration of the mark in Great Britain prior to 
the date of incorporation of the society and had filed an affidavit of 
the manager and director to the effect that the mark had been used 
by the applicant since a date which is prior to the date of its incor- 
poration. 

In his decision the First Assistant Commissioner, after point- 
ing out that there was no allegation of use of the mark in the 
United States or between the states thereof, but that such allegation 
was not required where the applicant is domiciled in a foreign 
country, and referring to Article VI of the “Convention for the 
Protection of Industrial Property,” said: 


“The 1905 Act, as amended January 8, 1913, prohibits registration, as 
above noted, for the purpose of protecting an incorporated organization, 
club, or society, from whatever inconvenience or possible injury that might 
result from the registration of its name by some party as a trade-mark. 
It is not believed, however, that such organization, club, or society, possesses 
any such ‘rights’ as were contemplated by the Treaty. The Treaty would 
appear to refer to rights in regard to commerce. 

“There is nothing in the Act of 1920 which changes the law of 1905, as 
amended January 8, 1913, so far as the instant case is concerned. It is 
believed the registration in England, by the applicant, entitles it to regis- 
tration in this country.” 


With respect to the question of the word sought to be regis- 
tered being part of a corporate name, the First Assistant Commis- 
sioner said: 


“The bar of registration of corporate names, found in the Act of 1905, 
is not carried forward into the 1920 Act if the interpretation of such Act 
as set forth in the opinion of the Solicitor of the Department of the Interior, 
277 O. G., 181, 1920 C. D. 89 [10 T. M. Rep. 347], is accepted.” * 


* Ex parte Gallaher, Ltd., 146 M. D., July 8, 1905. 








